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Cuar.es H. Puivurrs Cuemicar Co. v. McKesson & Rossins, Inc. 


United States Circuit Court of Appeals, Second Circuit 


August 7, 1931 


Trape-Marks—CaNCELLATION ProceepING Unper Section 4915, Revisep 

SraTuTes—J URISDICTION. 

The jurisdiction of a district court under Section 4915, Revised 
Statutes, held to extend to a cancellation proceeding brought on appeal 
from a decision of the Commissioner of Patents or of the Court of 
Appeals of the District of Columbia, even though such appeal was 
pending when the amending clause authorizing such extension went 
into effect, provided the time for filing the appeal had not expired. 

Trape-Marxs—CaNceLLaTion or Ten-year Marx—“Miik or Maonesia”— 

LAcHEs AND ABANDONMENT. 

Where, in a suit brought to cancel the mark “Milk of Magnesia,” 
registered under the ten-year clause of the act, it was shown that said 
words were used as a trade-mark during the ten-year period by others 
than registrant, and the latter made no effort to stop such use, such 
evidence held proof of intent to abandon. Therefore, a decision de- 
creeing the cancellation of the registration was affirmed. 

Trave-Marxs—“‘Lecne pe Macnesia”—Svurr to Cancet Ten-year Marx— 

No Apverse Use Snown. 

In the case at issue, where no adverse trade-mark use of the 
words “Leche de Magnesia” was shown during the ten-year period, 


registration by appellant held valid, and the decision decreeing its 
cancellation was reversed. 


In equity. Appeal from the United States District Court, 
District of Connecticut. From a decree in favor of complainant in 
a suit brought under R. S. 4915 for the cancellation of registration 


of two trade-marks, one No. 46,225 of the term “Milk of Mag- 


nesia,” and the other No. 75,501 of the term “Leche de Magnesia,” 
defendant appeals. Modified. 


Taylor, Durey, Pierson § Crowley (H. H. Ramsey, Edward 
S. Rogers, Allen M. Reed and Norris E. Pierson, of coun- 
sel), all of New York City, for appellant. 

Marsh, Stoddard §& Day, Harry D. Nims, Wallace H. Martin, 
all of New York City, and Vincent L. Keating, of Bridge- 
port, Conn., of counsel, for appellee. 


Before Manton, L. Hanp and Aveustus N. Hanp, Circuit 
Judges. 











488 TWENTY-ONE TRADE-MARK REPORTER 


Aveustus N. Hann, C. J.: This is a suit brought under Sec- 
tion 4915 of the United States Revised Statutes to obtain the can- 
cellation of two trade-mark registrations of the defendant. One, 
No. 46,225, was a registration of “Milk of Magnesia” (September 
12, 1905), and the other, No. 75,501, was a registration of “Leche 
de Magnesia’ (October 12, 1905). Each of these registrations 
was taken out under the so-called ten-year clause of the Act of 
1905. That clause allowed the registration of any mark used in 
interstate or foreign commerce by the applicant, or by his prede- 
cessors in title, which was in “actual and exclusive use . . . . for 
ten years next preceding February twentieth, nineteen hundred 
and five.” 

The trial judge held that the registration of each mark was 
invalid because neither was in exclusive use by the defendant, or 
its predecessors, for the ten-year period. He accordingly granted 
a decree to the complainant cancelling the registrations. The de- 
fendant has appealed and contends: 

(1) That the court below was without jurisdiction to entertain 
this proceeding, so that the bill of complaint should be dismissed 
for lack of jurisdiction. 

(2) If that court had jurisdiction, it rendered a wrong deci- 
sion, for the registrations were each valid, so that the bill should 
be dismissed on the merits. 

We must first consider the right of the District Court to enter- 
tain this suit. After the trade-marks in question had been regis- 
ered, an application to cancel the registrations was filed in the 
Patent Office by complainant’s predecessor, June 25, 1924. The 
Examiner of Interferences dismissed this cancellation proceeding 
and, on appeal to the Commissioner, his action was affirmed. An 
appeal was then taken on June 3, 1926, from the Commissioner 
to the Court of Appeals of the District of Columbia to which the 
case was submitted on November 16, 1927. They rendered a deci- 
sion on December 5, 1927, affirming the Commissioner, which is 
reported sub nominee, McKesson & Robbins, Inc. v. Chas. H. 
Phillips Chemical Co., 23 Fed. (2d) 763 [18 T.-M. Rep. 28]. On 
October 4, 1928, this suit was started. 
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Section 9 of the Trade-Mark Act provides where an applicant 
is dissatisfied with the decision of the Commissioner of Patents he 
may appeal to the Court of Appeals of the District of Columbia 
and that the same rules of practice and procedure shall prevail 


in every stage of the proceedings as govern an applicant to a patent 
or a party to an interference. 


The Supreme Court has held that under that section the pro- 
cedure in applications for patents is to be applied to proceedings 
for the cancellation of trade-marks. Baldwin v. Robertson, 265 
U. S. 168 ([14 T.-M. Rep. 399] 44 S. C. Rep. 508). Now, under 
Section 4915 of the Revised Statutes, before its amendment in 1927, 
whenever an application for a patent was refused, either by the 
Commissioner or by the Court of Appeals of the District of Colum- 
bia, the applicant might have a remedy by bill in equity. 

After the complainant had taken its appeal to the Court of 
Appeals of the District of Columbia, and while the appeal was 
still pending, Section 4915 was amended, on March 2, 1927, to 
take effect May 2, 1927, so as to read as follows: 


Whenever a patent on application is refused by the Commissioner 
of Patents, the applicant, unless appeal has been taken from the decision 
of the board of appeals to the Court of Appeals of the District of Colum- 
bia, and such appeal is pending or has been decided, in which case no 
action may be brought under this section, may have remedy by bill in 
equity, if filed within six months after such refusal... . 

This amended section, if taken alone, would preclude the 
present bill in equity, for the appeal to the Court of Appeals of 
the District of Columbia was “‘pending” at the time the amendment 
went into effect on May 2, 1927. But the amending act contained 
a saving clause (44 Stat. 1335, Sec. 15) providing that it should 
“not affect appeals then pending and heard before the Examiners 
in Chief or pending before the Commissioner of Patents, or in 
the Court of Appeals of the District of Columbia, and . . . . in 
all cases in which the time for appeal from a decision of the Ex- 
aminers in Chief or of the Commissioner of Patents . . . . had 
not expired at the time this act takes effect, appeals and other pro- 
ceedings may be taken under the statutes in force at the time of 
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approval of this act as if such statutes had not been amended or 
repealed.” 

It was the object of the amendment not, unhappily, to cut 
short, but to eliminate a single step in the “labyrinthine trodden 
ways’ of patent solicitors by compelling them to rest on their 
appeal to the Court of Appeals of the District of Columbia or, in 
the alternative, to forego that before they started on new pere- 
grinations in a court of equity with long vistas of appeals from it 
in prospect. Yet it can hardly have been the purpose of Congress 
to take these particular wanderers by surprise and suddenly cut 
off their bill in equity for which indeed they say they have saved 
most of their “thunder.” It must be remembered that McKesson 
& Robbins might well have felt forced, under the practice existing 
before the amendment, to take the appeal to the Court of Appeals 
of the District of Columbia in order to get the right to file a bill 
in equity at all. In spite of the alternative provision of the original 
Section 2915, the following decisions seem to have regarded such 
an appeal as a condition precedent to filing a bill. Smith v. Muller, 
75 Fed. 612; McKnight v. Metal Volatization Co., 128 Fed. 51; 
Cooper v. Robertson, 38 Fed. (2d) 852. But in any event, McKes- 
son & Robbins had the right to take such an appeal at the time 
when they took it, and, as the law then stood, they had the right 
to file their bill if it was decided against them. The best appellant 
can say for the drastic construction of the amendment for which 
it contends is that McKesson & Robbins could have withdrawn their 
appeal after the act went into effect and only by doing this could 
they acquire the right to a bill in equity. Such an annihilation of 
a pending proceeding is a surprising result to flow from the saving 
clause of the amendment and seems to us most unlikely. The com- 
plainant did not take its appeal to the Court of Appeals of the 
District of Columbia as the substitute for a bill in equity, but as 
a lawful and perhaps necessary step toward filing its bill in the 
District Court. If the words of the saving clause that “it shall 
not affect appeals then pending and heard . . . . in the Court 
of Appeals of the District of Columbia” be taken to relate to no 
more than the particular processes then before the Court of Ap- 
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peals, they were wholly superfluous, for there was nothing in the 
amending act that curtailed such appeals. The amending act 
merely gave appeals to the Court of Appeals of the District of 
Columbia final effect and precluded a supplementary bill in equity 
in the cases to which the act applied. If the words “shall not affect 
appeals then pending” are to mean anything, they must be taken 
to relate not to the mere decision of the appeals, but to their status 
and real effect. This effect under the old practice was, among other 
things, to lay a foundation for a further proceeding by bill in 
equity. 

In addition to this, the saving clause expressly preserves not 
only appeals, but “other proceedings” under the existing statutes 
where the time to appeal from a decision of the Examiners in Chief, 
or of the Commissioner, has not expired. This clause has been con- 
strued to permit in such cases the old procedure including the filing 
of a bill in equity after the appeal to the Court of Appeals of the 
District of Columbia has been decided. Fahrenwald v. Cope, 38 
Fed. (2d) 251; Barry v. Robertson, 40 Fed. (2d) 915; Hammel 
v. Robertson, 46 Fed. (2d) 839. It would seem strange that all 
the old rights should be saved to an applicant who had got no 
farther than the Examiners in Chief, and taken away from an 
applicant who had got as far as the Court of Appeals of the Dis- 
trict of Columbia. The whole tenor of the saving clause is to pre- 
serve existing remedies in all pending proceedings and we feel 
reasonably clear that the objection to jurisdiction is not well taken. 

The District Judge held that the trade-marks were not “in 
actual and exclusive use . . . . of the complainant, or his prede- 
cessors from whom he derived title for ten years next preceding 
February twentieth, nineteen hundred and five.’’ He relied on the 
proof of use by Nelson Baker & Co. between 1898 and 1900, and 
by H. J. Mulford, of Philadelphia, during 1904, of the mark “Milk 
of Magnesia.” Nelson Baker & Co. published price circulars which 
listed “Milk of Magnesia” among other supplies and had labels 
printed containing the mark which were doubtless affixed to the 
goods. Labels were also issued by Mulford which were also doubt- 
less used on the merchandise. There was undisputed proof of sales 
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of “Milk of Magnesia” by other persons under the label during 
the statutory period. 

The use of the term “Milk of Magnesia” in printed matter 
relating to pharmaceutical preparations is very old and the term 
is certainly descriptive. It could only be appropriated by the 
defendant and its predecessors if they showed that it had acquired 
a secondary meaning so that it described defendant’s goods rather 
than those of others. 

Section 5 of the Federal Trade-Mark Act of February 20, 
1905, allows registration in such cases and for that reason requires 
“actual and exclusive use as a trade-mark of the applicant, or his 
predecessors from whom he derived title for ten years next pre- 
ceding February twentieth, nineteen hundred and five.” It is a 
somewhat serious thing to allow words that have long been used to 
describe merchandise to become the permanent symbol of the goods 
of one person. If he is to be given any such exclusive right, he 
should be required to prove his case strictly before securing any 
advantage. While the use of the mark during the ten-year period 
by others than the defendant was not very considerable, yet we 
think it was enough to prevent the latter from obtaining registra- 
tion of “Milk of Magnesia.” But the defendant has no right to 
registration of the mark “Milk of Magnesia” for another reason. 
Not only was the mark not exclusively used by defendant or its 
predecessors during the ten-year period, but since that time there 
has grown up a very large use which defendant has made no effort 
to stop. Indeed, defendant did nothing to protect the mark until 
1924, when its validity was challenged by the complainant in this 
very proceeding to cancel the registration. Prior to 1924, a large 
business had grown up in which the mark was used in connection 
with sales of “Milk of Magnesia.”” American Druggists Syndicate 
started to sell goods under this mark in 1912, and in that year sold 
in excess of 50,000 bottles. The sales increased by leaps and 
bounds year after year until in 1923 they were in excess of 2,000,- 
000 bottles and they multiplied further after that year. E. R. 
Squibb & Sons sold 450,000 pints of “Milk of Magnesia” under 
the label between 1909 and 1916 and have continued sales ever 
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since, which aggregated 4,000,000 pints between 1922 and 1928. 
H. K. Mulford Company began selling small quantities under the 
label in 1904 and after 1908 sold sizable quantities which finally 
increased to 50,000 pints per year in 1926, 1927 and 1928. Nelson 
Baker Company not only made sales during the ten-year period, as 
heretofore stated, but since 1916 have sold in larger quantities 
which, in 1929, reached 20,000 gallons. Frederick Stearns & Com- 
pany have manufactured and sold since 1910, and their sales had 
reached 20,000 gallons of “Milk of Magnesia” per year at the time 
of the trial. Parke, Davis & Company during the year 1905 sold 
in excess of 20,000 pints and since 1912 have sold 100,000 pints 
per year. 

“A trade-mark only gives the right to prohibit the use of it 
so far as to protect the owner’s good-will against the sale of an- 
other’s product as his”; Prestonettes, Inc. v. Coty, 264 U. S. at p. 
868 ([18 T.-M. Rep. 135] 44 S. C. Rep. 350). It is hard to see 
how one can have the right to forbid the use of a trade-mark when 
that use has for many years become so general that the mark no 
longer indicates the origin of the goods sold under it. Between 
the date of registration (September 12, 1905) and the time when 
the cancellation proceeding was begun (June 25, 1924) the de- 
fendant had allowed a large competitive trade to grow up in mer- 
chandise sold under the mark, had taken no steps whatever to 
assert its rights, and had really ignored the extensive use by others. 
It is true that after the cancellation proceeding was instituted, the 
defendant sought to sustain and retain the registration, but even 
then it never brought any suits to stop infringements. 

An extensive, persistent and adverse use by the public during 
the long interval, prior to the cancellation proceeding, is indis- 
putably shown while the extent of defendant’s own use is little 
indicated. The failure of the defendant during a long period to 
assert or enforce its rights and its essential disregard of the trade- 
mark is proof of an intent to abandon. We hold that the com- 
plainant must prevail, not only because the trade-mark “Milk of 
Magnesia” was not in the actual and exclusive use of the defendant, 
or its predecessors, during the ten years prescribed by the statute, 
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but also because the defendant abandoned the mark. Pflugh v. 
Eagle White Lead Co., 185 Fed. 769 [1 T.-M. Rep. 101]; Dietz 
v. Horton Mfg. Co., 170 Fed. 769; Sazlehner v. Eisner & Mendel- 
son Co., 179 U. S. 19 (21 S. C. Rep. 7); Hanover Milling Co. v. 
Metcalf, 240 U. S. 408 ([6 T.-M. Rep. 149] 36 S. C. Rep. 357); 
French Republic v. Saratoga Vichy Co., 191 U. S. 427 (24S. C. 
Rep. 145). 

The right to register the mark “Leche de Magnesia” stands 
on a different footing. There is no proof whatever that this mark 
was not in actual and exclusive use as a trade-mark of the appli- 
cant or its predecessors for ten years preceding February 20, 1905. 
It has, therefore, made at least a prima facie case as to this mark. 
It is no answer to say that it is descriptive, because the ten-year 
provision of the Trade-Mark Act of 1905 enabled trade-marks for 
descriptive words which had acquired a secondary meaning to be 
registered. Thaddeus Davids Co. v. Davids, 283 U. S. 461 ([{4 
T.-M. Rep. 175] 84 S. C. Rep. 643). The use of “Milk of Mag- 
nesia” during the ten-year period does not affect the mark “Leche 
de Magnesia.” 

It is true that, if the defendant was relying on a common-law 
trade-mark which was invalid because it was a descriptive term, a 
translation of the English words into Spanish might not, upon the 
mere theory that it created a fanciful name, avoid the difficulty ; 
but the ten-year clause protects any name, whether descriptive or 
otherwise, if it was exclusively used by the applicant for the pre- 
scribed period. Because of this, we think the defendant is entitled 
to the trade-mark “Leche de Magnesia.” 

The decree is reversed with directions to dismiss the bill so 
far as it relates to the mark “Leche de Magnesia,” and is other- 
wise affirmed. 
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GeorGce Harvey v. AMerican Coat CoMPANY, AT AL. 
United States Circuit Court of Appeals, Seventh Circuit 
June 27, 1931 


TrapE-Marks AND Trape-Names—Unram Competirion—Svuir—,J oInDeER. 

In an action brought by several dealers in coal to restrain the 
use by defendants of the name “Pocahontas” on coal not mined in the 
Pocahontas coal field, defendants’ contention that the amount involved 
must apply to each of the plaintiffs and against each defendant, held 
unfounded, in as much as the trade-name involved was a right in 
common to appellees and indivisible among them. 

Trape-Name—“Pocanontas” ror Coat—Use or “Wonper PocaHontTas” oN 

Coat Nor Minep 1n Pocanonras FIe.p. 

The use by defendants of the word “Wonder Pocahontas” on coal 
not mined in the Pocahontas coal fields was calculated to deceive 
purchasers not less than if the word “Pocahontas” alone had been 
used, and the decision enjoining such use was affirmed. 

Unram Competirion—Derense—Lacues. 

A delay of three years in bringing action to enjoin defendants’ 
use of the words “Wonder Pocahontas” on coal held not sufficient 
to support the defense of laches. 

In equity. Action for unfair competition. From a decision 
of the United States District Court for the Southern District of 


Indiana, defendants appeal. Affirmed. 


Bernard Stroyman, of Indianapolis, Ind., for appellant. 
Frederick Van Nuys, of Indianapolis, Ind., for appellees. 


Before AtscHuLER, Evans and Sparks, Circuit Judges. 


Auscuuter, C. J.: The appeal is from a decree awarding 
appellees an injunction as prayed in their bill. The suit was 
brought by twenty-three non-resident producers and sellers of 
coal known as “Pocahontas” coal against eighteen retail dealers 
in coal at Indianapolis, Ind., to restrain them from handling or 
selling coal to which a name is given containing the word “Poca- 
hontas,” unless the coal is produced in the Pocahontas coal field 
as described in the bill, and possesses the properties of “Poca- 
hontas”’ coal as in the bill alleged. 

The bill charges, and the court found, and the evidence 
abundantly sustains the finding, that Pocahontas coal is a semi- 
bituminous, low volatile, smokeless coal, produced exclusively in 
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the Pocahontas coal field, specifically described in the bill, and 
shown by the evidence to be certain portions of named counties 
in Virginia and West Virginia, served by certain named railroads; 
that such coal possesses properties which make it particularly 
valuable for steam, domestic, and by-product uses, and that nowhere 
else is produced coal of like properties and value; that since 1883, 
when the production of such coal began, its use has constantly 
and rapidly increased, with constantly increasing market, reaching 
in 1929 nearly 30,000,000 tons—all produced in said field, and all 
sold under the name of “Pocahontas” coal; and that in Indian- 
apolis there has for many years been a large and valuable trade in 
this coal, aggregating many thousands of tons annually. 

It was further alleged and shown that defendants were adver- 
tising and offering for sale various coals of a grade inferior to 
Pocahontas, and not produced in the Pocahontas coal field, under 
such names as “Semi-Pocahontas,”’ “Pocahontas Fractured,” “Ban- 
ner Pocahontas,” and “Wonder Pocahontas,” the last named being 
the name under which appellant was advertising and selling coal. 
It was alleged and shown that this practice of the defendants tended 
to induce the buying public to believe that the coal thus offered 
and sold under such names was in fact genuine Pocahontas coal, 
produced in the Pocahontas coal field, and that thereby the public 
was and would continue to be deceived, and the plaintiffs, and 
others engaged in producing and selling genuine Pocahontas coal, 
be greatly and irreparably damaged. 

The decree ran against the employment of the word “Poca- 
hontas” by any of the defendants in the sale of any coal which 
was not produced in the Pocahontas field and did not have the 
properties described. Appellant secured an order of severance, 
and alone prosecutes the appeal. 

These allegations of the bill, and the court’s findings sustaining 
them, were so indubitably sustained at the hearing that we do 
not feel called upon to discuss the evidence. 

The contentions of appellant are set forth in a voluminous 
brief under eight heads and twenty-eight subheads, and it goes 
without saying that not all of these require discussion. 
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It is contended that the court had no jurisdiction over the sub- 
ject matter because the statutory amount does not appear to be 
involved. It was alleged that by defendants’ conduct plaintiffs 
have been damaged more than $3,000. Beyond this it appears that 
each of the plaintiffs had built up a large trade in Indianapolis 
in genuine Pocahontas coal—collectively, from 20,000 to 30,000 
tons monthly for a number of years next prior to the filing of the 
bill. If it appears anywhere in the record that the jurisdictional 
amount is involved it will satisfy the statutory requirement. United 
States v. Trans-Missouri Freight Assn., 166 U. S. 290 (17 S. C. 
Rep. 540); Leitch v. City of Chicago, 41 F. (2d) 728 (C. C. A. 7); 
Lee Line Steamers v. Robinson, 232 Fed. 417 (C. C. A.). 

It is urged that the statutory amount must appear to be 
involved as to each of the parties plaintiff, and against each of 
the defendants. What is here involved is the value of the right 
sought to be protected. In this case it is the trade-name—a thing 
common to each of appellees and indivisible among them, and of 
as large value to one alone as to the group. Board of Trade v. 
Cella Commission Co., et al., 145 Fed. 28 (C. C. A. 8); Coca- 
Cola Co. v. Brown & Allen, 274 Fed. 481 [13 T.-M. Rep. 198]. 
It is the good-will—the right to the exclusive use of the name— 
which is endangered, and the bare statement of the facts con- 
clusively indicates a value many times larger than the jurisdictional 
amount. 

It is contended that in such an action there may not be a 
joinder of plaintiffs who are separate and independent of each 
other in their business relations. For answer we refer to the 
opinion of this court in Pillsbury-Washburn Flour Mills Co., et al. 
v. Eagle, 86 Fed. 608, where there was an action brought by various 
flour manufacturers of Minneapolis to restrain the defendant from 
falsely branding his flour, made in Wisconsin, with the name “Min- 
neapolis.” The reasoning of the court in sustaining the right of 
several parties similarly situated to join in the action is so cogent 
that without further discussion we adopt it by reference. The 
same logic applies as well to the contention that defendants who 
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have severally wrongfully appropriated a trade-name may not be 
joined together in one action. 

Under the pleadings and facts appearing, the various de- 
fendants are charged with conduct of the same general nature, 
as constituting unfair competition in trade, in transgressing the 
rights of the various plaintiffs in and to the same trade-name. We 
believe that in these circumstances, in the interest of justice and 
the avoidance of a multiplicity of actions, the single action may 
be brought by those similarly though severally interested in the 
same subject matter against a multiplicity of transgressors who 
similarly offend. 

The contention of non-joinder of parties is based on the fact 
that others than the plaintiff are producers of Pocahontas coal 
within the described coal field, and that the failure to join these 
others in the action is fatal. In this we cannot agree. The rights 
and interests of those who were made parties are in no manner 
prejudiced by the failure of these others to join in the action. 
The case of Pillsbury-Washburn Flour Mills Co. v. Eagle, supra, 
is applicable likewise to this contention. 

The insistence that appellees are chargeable with laches in 
the bringing of the action is not founded. While it is true that for 
about three years the name “Wonder Pocahontas” was used, there 
is nothing in the pleadings or evidence which lends support to 
this claim beyond this mere delay, and this ordinarily is not suffi- 
cient. Menendez v. Holt, 128 U. S. 514 (9 S. C. Rep. 143); 
United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90 (89 S. C. 
Rep. 48 [9 T.-M. Rep. 1]), affirming 226 Fed. 545; Donner v. 
Walgreen Co., et al., 44 F. (2d) 637; Stearns-Roger Mfg. Co. 
v. Brown, 114 Fed. 939 (C. C. A. 8). As stated in Menendez v. 
Holt: 


The intentional use of another trade-mark is a fraud; and when the 
excuse is that the owner permitted such use, that excuse is disposed of 
by affirmative action to put a stop to it. . . . Mere delay or acquiescence 
cannot defeat the remedy by injunction in support of the legal right, 
unless it has been continued so long and under such circumstances as to 
defeat the right itself. 
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Appellant asserts that the registration in Indiana of the trade- 
name “Wonder Pocahontas” protects appellant in selling coal bear- 
ing that name. It appears that in 1926 one Morris procured 
registration in Indiana of the words “Wonder Pocahontas” in con- 
nection with the sale of ‘‘a bituminous coal mined and produced in 
Trammel and Honeybranch, Dickinson County, Va.”; and that 
appellant procured his coal from Morris, but it was not the genuine 
Pocahontas coal, either in origin or properties. 

It is unquestioned that for many years preceding this regis- 
tration the name “Pocahontas” had been applied to coal of the 
quality and place of origin as described in the bill. By the hundreds 
of millions of tons it had been sold throughout the United States— 
millions in and about Indianapolis. 

In the Encyclopedia Britannica, eleventh edition, 1911, vol- 
ume 28, page 119, under the article “Virginia,” it is stated: “In 
Tazewell County is the famous Pocahontas bed, which produces 
one of the most valuable grades of cooking and steam coal to be 
found in the United States.” The article names no other coal. 
The Supreme Court, in a case decided May 21, 1900, in an exhaus- 
tive opinion quotes from a comment on Pocahontas coal: “ “The 
good quality of this coal has been well established by numerous 


> 9? 


tests, both in the laboratory and in actual practice. The opinion 
proceeds: “It is patent that the word Pocahontas, prior to the 
formation of the coal producers’ combination on January 1, 1885, 
indicated all the coal coming from a particular seam of coal known 
as the Pocahontas vein. . . . It is manifest that . . . . the name 
Pocahontas indicated the region from which the coal in question 
came and the natural quality thereof, and applied indiscriminately 
to the product of all the mines in that region, producing that charac- 
ter of coal.” Castner v. Coffman, 178 U. S. 168 (173 S. C. Rep. 
305). 

The Indiana registration could not withdraw from the pro- 
ducers and marketers of this coal the exclusive right they had long 
theretofore enjoyed to this trade-name as applied to coal of such 
properties and origin. If this were not so, one having valuable 
property in a trade-name might be readily deprived of it through 
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ex parte registration of the name by another in some jurisdiction 
for a different product. 

The employment of the term “Pocahontas” in connection with 
coal of such properties and from such place having long antedated 
this registration, the language of the Supreme Court in United Drug 
Co. v. Rectanus Co., supra, is particularly applicable: 


There was nothing to prevent the State of Kentucky (saving, of 
course, what Congress might do within the range of authority) from con- 
ferring affirmative rights upon Rectanus, exclusive in that Commonwealth 
as against others whose use of the trade-mark there began at a later 
time than his... . 

Appellant makes the contention that plaintiffs do not come 
into equity with clean hands, (a) because Pocahontas is not smoke- 
less, as stated to be, and (b) because one of appellees, Central 
Pocahontas Coal Company, had also marketed an inferior coal, 
having a different origin, under the name “Arrow Pocahontas,” 
and was, therefore, not entitled to the injunction, and that thus 
none of the appellees were entitled to it. It is true that the 
commonly stated and generally understood properties of Poca- 
hontas coal are that it is semibituminous, low volatile, and smoke- 
less. The evidence was that the term “smokeless” was used in 
the comparative sense—that there is more or less of smoke in 
all coal, but that compared with that vast amount of bituminous 
coal, which emits large volumes of smoke, Pocahontas may properly 
be termed smokeless. This explanation of the word “smokeless,” 
as applied to Pocahontas coal, is reasonable and is evidently well 
understood by the trade, and we do not think that deception or 
bad faith inheres in its use. 

As to appellee Central Pocahontas Coal Company, it appears 
that it was not a producer, but a dealer in coal of various kinds, 
and in addition to genuine Pocahontas it did handle an inferior 
coal which was called “Arrow Pocahontas.” This might well 
be considered inequitable conduct on the part of this plaintiff, but 
it would not serve to deprive the other plaintiffs of their rights. 
It further appears that before the decree this party, at the request 
of his co-plaintiffs, definitely discontinued the handling of “Arrow 
Pocahontas” coal and the use of that name. 
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It is argued that the registration was public and that buyers 
in Indianapolis could have ascertained in the State House there 
that “Wonder Pocahontas’ coal was not produced in the Poca- 
hontas field, and that, therefore, buyers of it were not deceived. 
It occurs to us that about the only “wonder” in connection with 
the matter would be as to how many buyers of coal would or 
might reasonably be expected to examine the records of the State 
House to ascertain whether “Wonder Pocahontas” originated from 
a place different from that of Pocahontas, or was of inferior quality. 
The contention is too far fetched to have any bearing. 

We are referred to a number of cases wherein such relief was 
denied. Perhaps the leading case is French Republic v. Saratoga 
Vichy Spring Co., 191 U.S. 427 (248. C. Rep. 147): The French 
government sought to restrain the use of the word “Vichy” because 
calculated to deceive the public into the belief that the product 
was of the famous Vichy springs of France, which under the 
name “Vichy,” had long enjoyed an extensive trade in the United 
States. While the court pointed out that twenty-five to thirty years 
of acquiescence in the use of the name complained of might indicate 
such laches as would defeat recovery, it did not decide the case 
upon that ground, but upon the proposition of the manifest differ- 
ence in the waters, one being a still water and the other effervescent, 
as well as in the appearance of the labels under which the respec- 
tive waters were sold, concluding that the public could not have 
been deceived into buying the domestic article upon the belief 
that it was the imported Vichy water. 

It might be added that Saratoga was a place in this country 
widely known for its potable mineral waters, and that the qualifica- 
tion “Saratoga” would tend to indicate to the American public that 
the waters were in fact domestic and not imported. 

Here there was no question of similarity in appearance of 
product or of commercial dress of packages. Coal is not packed 
or labeled, and to the average person it all looks quite alike, though 
differing widely in properties. The word “Wonder” does not 
tend to indicate a different place of origin nor an inferiority of 
properties. If it tended to indicate any difference at all it would 
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be that the coal which appellant sold was in fact a genuine Poca- 
hontas coal in all respects save that it was a superior article even 
for that variety. 

We are satisfied that the words “Wonder Pocahontas’ are 
calculated to deceive the buying public not less than if the word 
“Pocahontas” had been alone employed as a trade-name for coal 
which had not the properties nor the origin of the genuine, and 
we see no reason for disturbing the decree, which is accordingly 


affirmed. 


CotumBian Art Works, Inc. v. Deriance Sates CorPorATION 
(45 F. [2d] 342) 


United States Circuit Court of Appeals, Seventh Circuit 
November 21, 1930 


Trave-Marxs—INFrINGEMENT—“Gem” AND “PeErFectiOon”—Use or Pap 

Marx IN ApverTIsING Pap Bases. 

The use by appellant in advertising its calendar pads of the phrase 
“This calendar pad fits Perfection” (“Gem” or “Jumbo Gem”) bases 
requiring No. 3 pads, held not to infringe appellee’s use of said words 
as trade-marks, in as much as there was nothing in such use to de- 
ceive or confuse the purchaser as to the origin of the goods. 

Unram Competirion—Use or Prarntirr’s Mark 1x CaTaLocue—MIsLeapD- 
1nG Use or “Former.” 

The use by appellant in its catalogue of the phrase “No. 13 pads 
punched same as former Columbian No. 33 and Perfection No. 3” and 
Similar statements, held unfair competition since the word “former” 
may well be understood to mean pads manufactured by appellee, as 
well as those made by appellant, thus implying a discontinuance of 
manufacture. 


In equity. Action for unfair competition and trade-mark 
infringement. Decree for plaintiff, and defendant appeals. Modi- 
fied, and, as modified, affirmed. 


George L. Wilkinson, of Chicago, Ill., and Casanave Young, 
of Milwaukee, Wis., for appellant. 

Benjamin T. Rauber, of New York City, and Warren G. 
Wheeler, of Milwaukee, Wis., for appellee. 


Before AtscHULER, Sparks, and ANDERSON, Circuit Judges. 
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Sparks, C. J.: This action was instituted by appellee to enjoin 
appellant from unfair competition and trade-mark infringement, 
and to recover damages and profits therefor. 

Appellee is a New York corporation, and is the proprietor 
of the registered trade-mark “Gem” for calendar pads, of the 
registered trade-mark “Perfection” for calendar pads, memorandum 
files, and paper weights, and of the trade-mark “Jumbo Gem” for 
calendar pads. Several sizes of pads are made and sold under 
said trade-marks, the pads having holes punched at spaced inter- 
vals to correspond with and fit stands or holders of corresponding 
sizes. The pads are sold as complete and integral articles separate 
from the stands, and registrations were granted for said trade- 
marks as applied to calendar pads. 

Appellant, a Wisconsin corporation, manufactures and sells 
calendar pads corresponding in sizes with appellee’s pads. The 
shapes and sizes of appellant’s respective pads are indicated by 
the size of the carton which contains the pad; and the position 
and size of the holes punched to receive the holding rods of the 
stands are indicated on the carton. Appellant issued to the trade 
catalogues in which it described its various pads with reference 
to appellee’s trade-marks as “Punches same as former Columbian 
No. 88 and Gem,” or with similar references to “Perfection” and 
“Jumbo Gem” in association with its own marks and former marks. 
On the cartons containing its pads, and on which is its trade-mark 
“Columbian-Success,” appellant also makes reference to appellee’s 
trade-marks, typical of which is the following: 

This calendar pad fits Columbian-Success Bases Req. No. 12 Pads, 
Former Success Bases Requiring No. 12 Pads, Former Columbian Bases 
Req. No. 12 Pads, Perfection Bases Requiring No. 2 Pads. 

Appellant’s pads are sold to the consuming public through 
retail stores, and the uncontradicted evidence is that prospective 
purchasers asking for “Gem,” “Perfection,” and “Jumbo Gem’ 
calendar pads at representative stores were given pads of appel- 
lant’s manufacture, under various representations to the effect 
that the “Jumbo Gem” and appellant’s goods are the same; that 
the “Jumbo Gem” line had been taken over by appellant; that 
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“Pefection” pads are not made any more; that appellant had taken 
over the “Perfection” line; and that appellant’s goods are the 
same as “Perfection.” 

A decree was awarded appellee in the District Court on the 
grounds of unfair competition and infringement both as to cata- 
logues and cartons, from which appellant appealed. 

The issues presented are: Has appellant committed acts of 
unfair competition? Has appellant infringed appellee’s trade- 
marks? 

In determining these questions we are governed by certain 
well-defined principles of law. A party will not be allowed to 
use the names, marks, letters, or other indicia of another by 
which he may pass off his own goods to purchasers as the manu- 
facture of another. McLean v. Fleming, 96 U. S. 245, 24 L. Ed. 
828. Nor will he be allowed to create the suggestion or inference 
that he has taken over the business of another. Marshall Ventilated 
Mattress Co. v. D’Arcy Spring Co., (C. C. A.) 280 F. 945 [12 
T.-M. Rep. 443]. Representations suggested by, and following 
naturally from, the use of another's trade-mark are pertinent to 
the question of confusion of the marks and the goods of the parties. 
S. S. Kresge v. Champion Spark Plug Co., (C. C. A.) 3 F. (2d) 
415; American Safety Razor Corp. v. International Safety Razor 
Corp., (C. C. A.) 34 F. (2d) 445 [19 T.-M. Rep. 398]. Infringe- 
ment or unfair competition may be effected by means of a circular 
or advertisement. Marshall Ventilated Mattress Co. v. D’Arcy 
Spring Co., supra; Mitchell v. Williams, (C. C. A.) 106 F. 168; 
Trimble v. Woodstock Mfg. Co., (D. C.) 297 F. 524 [14 T.-M. 
Rep. 277]. The use of his own trade-mark by a party does not 
excuse his use of another’s in conjunction with his. Jacobs v. 
Beecham, 221 U. S. 263, 31 S. Ct. 555, 55 L. Ed. 729 [1 T.-M. 
Rep. 55]; Menendez v. Holt, 128 U. S. 514, 9 S. Ct. 143, 32 L. Ed. 
526; American Crayon Co. v. Prang, (D. C.) 28 F. (2d) 515 
[18 T.-M. Rep. 524]; Wolf Bros. v. Hamilton-Brown Shoe Co., 
(C. C. A.) 206 F. 611 [3 T.-M. Rep. 415]; S. S. Kresge v. Cham- 
pion Spark Plug Co., supra. The fact that the articles made by 
two separate parties may fit a common article or accessory, does 
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not justify reference by one party to the marks of another, causing 
confusion between their respective goods. American Safety Razor 
Corp. v. International Safety Razor Corp., (C. C. A.) 34 F. (2d) 
445; Metal Stamping Corp. v. General Motors Corp., (C. C. A.) 
33 F. (2d) 411 [19 T.-M. Rep. 329]; S. S. Kresge v. Champion 
Spark Plug Co., supra. A manufacturer is responsible for unfair 
competition and trade-mark infringements on the part of others 
suggested and set in motion by his acts, and for his own actions 
in originating and suggesting acts of unfair competition and trade- 
mark infringement on the part of others, whether responsible to 
him or not. Wolf Bros. v. Hamilton-Brown Shoe Co., supra. 
It is not unfair competition, as against the manufacturer of a 
device bearing complainant’s trade-mark, for a seller of other 
similar devices, designated for the same use, to state that they 
can be used in complainant’s device. Myles Standish Mfg. Co. v. 
Champion Spark Plug Co., (C. C. A.) 282 F. 961 [13 T.-M. Rep. 
14]; Ford Motor Co. v. Wilson, (D. C.) 223 F. 808 [5 T.-M. 
Rep. 351]. 

Tested by these principles, we are convinced that there was 
no infringement or unfair competition in appellant’s advertise- 
ments on its cartons. The only language used therein which in 
any way refers to appellee’s trade-marks is, “This calendar pad 
fits Perfection bases requiring No. 3 pads.”” Instead of the word 
“Perfection” the word “Gem” or “Jumbo Gem” was also used, 
and a different number was substituted for the number “3” in 
order to comply with the size of the pad sold or offered for sale. 
There is nothing in this language to convey to the purchaser the 
impression that the pads offered for sale by appellant are “Per- 
fection,” “Gem,” or “Jumbo Gem” pads, or that they are made by 
appellee. The language used is warranted by Myles Standish 
Mfg. Co. v. Champion Spark Plug Co., supra, and Ford Motor 
Co. v. Wilson, supra. 

We think, however, that appellant is guilty of unfair competi- 
tion in the use of the following language: “No. 13 pads punched 
same as former Columbian No. 33 and Perfection No. 3,” and 
other like statements made with reference to “Perfection” and 
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other named pads made by appellee. The word “former” may 
well be understood as applying to the pads manufactured by ap- 
pellee as well as to those manufactured by appellant, and thus 
implying a discontinuance of their manufacture, and such implica- 
tion is unquestionably harmful to appellee, as evidenced by the 
statements of the salesmen at the stores where witnesses Dosie and 
Parker attempted to purchase appellee’s pads. It is quite true 
that appellant is not to be held for misstatements made by a retailer 
without express or implied authority from appellant; but we are 
convinced that the language used by appellant in its catalogue, and 
which is referred to above, fully warranted the salesmen in making 
the statements attributed to them. The evidence shows no other 
basis for such statements. The Court will not presume bad faith 
or bad conduct on the part of the salesmen, since their statements 
are fully warranted by the very clear implication arising from 
appellant’s advertisement in the catalogue. 

We think the evidence supports the charge of unfair competi- 
tion as to the publication in appellant’s catalogue, but not as to 
the cartons. There is no infringement as to either. 

The decree of the District Court is hereby modified con- 
sistently with this opinion, and, when so modified, the decree is 
affirmed. 


Stix, Barr & Fuuuer Co. v. AtFrep J. Sweet Co. 
(49 F. [2d] 598) 


United States Circuit Court of Appeals, Eighth Circuit 


April 6, 1931 


Trape-Marxks anp Unram Competirion—‘O_p Tyme Comrort” anp 

Time Comrort’—Conruicrinc Marks. 

The use by appellant of the words “All Time Comfort” 
trade-mark for shoes, after appellee had adopted the mark 
Tyme Comfort” for the same goods, was restrained as unfair 
petition. 


In equity. Appeal from the District Court of the United 
States, Eastern District of Missouri. Action for trade-mark in- 
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fringement and unfair competition. Decree for complainant, and 
defendant appeals. Affirmed. 


Ralph Kalish, of St. Louis, Mo., for appellant. 

Marston Allen, of Cincinnati, Ohio (Allen & Allen, of Cin- 
cinnati, Ohio, and Hugh K. Wagner, of St. Louis, Mo., 
on the brief), for appellee. 


Before Stone and Boorn, Circuit Judges, and Dewey, Dis- 
trict Judge. 


Stone, C. J.: This is an action for infringement of a trade- 
mark on shoes and for unfair competition. From a decision favor- 
ing complainant, the defendant brings this appeal. 

We place our decision upon unfair competition and notice 
the matter of trade-mark only so far as it sheds light upon the 
other issue. The registered trade-mark here involved was “Ye 
Olde Tyme” in a particular arrangement of old English type 
and was applicable to leather boots and shoes. The registration 
was made January 9, 1912. The evidence shows that there is a 
class of shoes manufactured for women which is known in the 
trade as “Comfort” shoes. In connection with this class of shoe, 
appellee has, for many years, used this trade-mark in combination 
with the word “comfort” and has long designated that class of 
its products as “Ye Olde Tyme Comfort” shoes. Under this 
arrangement and designation, that class of its shoes has become 
known to the retail trade and customers and has been extensively 
advertised for some time. 

For some time, appellant, which is a retail department store, 
had handled these shoes of the appellee in its shoe department 
and sold them to the public under the above designation. In the 
course of its business, appellant ceased purchasing these shoes 
from appellee replacing them with another “comfort’’ shoe made 
for it by another manufacturer and upon which it stamped the 
name “All Time Comfort” and which were designated by that name. 
These shoes were to meet the same character of custom and were 
sold in the same place where it had shortly ceased selling the shoes 
of appellee. 
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The evidence seems to show that appellant adopted its mark 
or trade-name on an occasion and under circumstances when con- 
fusion would likely arise and, also, that the choice of such a 
brand was, in part, to satisfy an existing demand for shoes of 
the appellee formerly sold there by appellant. It seems clear 
that customers, who had formerly bought appellee’s shoes from 
appellant, would naturally and could easily be misled into think- 
ing that they were buying the same kind of shoes (made by 
appellee) which they had formerly bought. It is hardly to be 
supposed that customers buying this sort of article would be very 
much impressed by the particular form or arrangement of type in 
the expression “Ye Olde Tyme,” or any spelling or any desig- 
nation or mark on the shoes themselves. Shoes would be called 
for by the name “Ye Olde Tyme” or “Old Tyme,” and “All 
Time Comfort” is easily confusible in sound with “Ye Olde Tyme 
Comfort.” The probable result under the circumstances here 
leads strongly to the conclusion that appellant adopted these par- 
ticular words in its new name for the purpose of holding the trade 
it had established on the former brand. At any rate, the result, 
intentional or unintentional, is the same. 

Instances of similar sounding trade-names which have been 
deemed unfair competition are “Ceresota” and “Certosa” (North- 
western C. Mill Co. v. Callam, [C. C.] 177 F. 786); “Mellwood” 
and “Millwood” (Mellwood Dist. Co. v. Harper, [C. C.] 167 F. 
389); “Sapolio” and “Sopono” (Enoch Morgan’s Sons Co. v. Ward, 
152 F. 690, 12 L. R. A. [[N. S.] 729 [C. C. A. 7]); “Home Brand” 
and “Home Comfort” (Griggs, Cooper & Co. v. Erie Preserving 
Co., [C. C.] 131 F. 359); “Junket Capsules” and “Junket Tablets” 
(Hansen v. Siegel-Cooper Co., [C. C.] 106 F. 691); “Iwanta” 
and “Uneeda” (National Biscuit Co. v. Baker, [C. C.] 95 F. 135); 
“Clark’s N-E-W” and “Clark’s O. N. T.” (Clark Thread Co. v. 
Armitage, 74 F. 936 [C. C. A. 2]); “Improved Fig Syrup” and 
“Syrup of Figs” (Improved Fig Syrup Co. v. Calif. Fig Syrup Co., 
54 F. 175 [C. C. A. 9]); “Noxie” and “Moxie” (Moaie Nerve 
Food Co. v. Beach, [C. C.] 33 F. 248); “Cellonite” and “Celluloid” 
(Celluloid Mfg. Co. v. Cellonite Mfg. Co., [C. C.] 82 F. 94); 
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“Hostetter and Smith” and “Holstetter and Smyte” (Hostetter v. 
Vowinkle, Fed. Cas. No. 6,714); “Crown Malt” and ‘“Creamalt”’ 
(George G. For Co. v. Glynn, 191 Mass. 344, 78 N. E. 89, 
9 L. R. A. [N. S.] 1096, 114 Am. St. Rep. 619); “Rexall” and 
“Rex” (Regis v. Jaynes, 185 Mass. 458, 70 N. E. 480); the “Vul- 
can” and the “Vulture” (Akticbolaget Taendsticksfabriks Vulcan 
v. Myers, 189 N. Y. 364, 34 N. E. 904); “Excellent” and “Excel- 
sior” (Volger v. Force, 63 App. Div. 122, 71 N. Y. S. 209); the 
“Grocer” and the “American Grocer” (American Grocer Pub. 
Ass’n v. Grocer Pub. Co., 25 Hun [N. Y.] 398); “Old Crow” and 
“White Crow” (Gaines v. Leslie, 25 Misc. Rep. 20, 54 N. Y. S. 
421). In the present case there is as great similarity of names as 
in the above cases. 
The decree should be, and is, affirmed. 


Martini & Rossi, Societa ANoNIMA v. CoNsuMERS-PEOPLE Prop- 
ucts Co., INc., AND OrtGinaL Jutius Marcus Laporarories, INc. 


United States District Court, Eastern District of New York 


July 7, 1931 


Unrairn Competirion—Imiratinc LaBet anp CONTAINER. 

Defendant’s use of a label and container similar in size, shape, 
coloring, arrangement of printed matter and in general appearance 
to those used by plaintiff, held unfair competition. 

In equity. Action for unfair competition. Injunction granted. 

Maurice J. Moore and John Francis Moore, both of New 
York City, for plaintiff. 

Rathkopf & Rathkopf, of New York City, for defendants. 


Moscowitz, D. J.: This action is based upon alleged unfair 
competition. The plaintiff is a corporation organized under the 
laws of Italy and manufactures vermouth at Turin, Italy. It is 
the successor in business of a firm of the same name. 

This vermouth is imported into the United States by the plain- 
tiff and has been sold by it and its predecessor in business in the 


United States for the past thirty-eight years. Plaintiff’s product 
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is sold in bottles having affixed thereto four labels and a silver 
cap. The main body label was registered in the United States 
Patent Office by plaintiff's predecessor, Martini & Rossi, Decem- 
ber 5, 1916, No. 114,260, and that registration was assigned to 
plaintiff by assignment recorded in the United States Patent Office. 

Prior to the prohibition enactments, sales in this country 
amounted to 200,000 cases of twelve bottles each per annum. Since 
1922 plaintiff's vermouth has been a non-alcoholic product. Plain- 
tiff’s sales in the United States are 40,000 cases per year of twelve 
bottles each, and in Brooklyn the sales are from three to four 
thousand cases per annum. 


Plaintiff has spent large sums in advertising its product. It 
expended $20,000 per annum in advertising from 1922 to 1929, 
and from 1929 to 1931, $85,000 per annum. 

The defendants are engaged in business in Brooklyn selling 
vermouth as a small part of its business, the sales of vermouth 
amounting to about $6,000 per annum, while plaintiff’s sales are 


$400,000 per annum. 

Plaintiff's labels are contained on a bottle marked plaintiff's 
“Exhibit 1." Defendants’ labels are contained on a bottle marked 
defendants’ “Exhibit 6.” 

While there was some testimony offered concerning similar 
labels in use by defendants predecessors prior to 1928, such testi- 
mony was not convincing. The defendants have been making use 
of said labels, as shown in plaintiff's “Exhibit 6,” in the sale of 
their product since 1928. Due to the small sales of defendants’ 
product, plaintiff’s attention was not called to such sales until 
shortly before this action was brought. 

Defendant has raised the question of jurisdiction. It appears 
that the markings of the plaintiff are worth many thousands of 
dollars, and the amount in controversy is far in excess of the juris- 
dictional amount of $3,000. 

A close examination of plaintiff's labels, “Exhibit 1,” and 
defendants’ labels, “Exhibit 6,’ shows certain differences. That 
is not the test. The test is, are the labels so similar that the public 
is likely to be confused? The general appearance of the defend- 


MRA: oe intake Maia 


antl pw ae 


eae! 






























THEODORE FARRELL, ET AL. V. JOSEPH GARDNER 511 





ants’ bottles, the placing of the labels, and the labels themselves 
: is almost identical with that of the plaintiff's product. The bottles, | 
the coloring of the bottles, the size and shape of the bottles, the | 
arrangement of the printed matter, the figures and the labels them- 
selves, the coloring on the labels, and the general appearance of the 
labels on defendants’ product are so similar to that of the plain- 
tiff’s that the ordinary purchaser would be confused. 

In making purchases the purchaser does not have the two sets 
of labels before him, nor are the bottles side by side, the pur- 


RES «seg AMI 03 8 julie. 


; chaser must depend upon his recollection of the appearance of the 
: product which he intends to purchase. There is no doubt that the 
: purchaser on a close examination of both products could find cer- 


tain differences. However, purchases are not made in that man- 

ner, and that would be an unfair test. 
An ordinary person would be misled in the purchase of the 
j goods due to the similarity thereof, if they were not displayed side 
i by side. It is not necessary to analyze in detail the points of 
similarity. For every practical purpose the labels used by the 
defendants and the plaintiff are identical. Decree for plaintiff. 
Settle findings and decree on notice. 





THEODORE FARRELL, ET AL. V. JOSEPH GARDNER 
Washington Superior Court, King County 
June 25, 1931 


Trape-NamMes—“DruGaTERIA” FoR DruG Stores—License tro Use—INFRINGE- 

MENT—LACHES. 

Where plaintiffs in 1922 gave defendant for a consideration a 
license to use the name “Drugateria” in connection with the sale of 
drugs, they could not, after a lapse of six years, claim any right 
in such name, nor damages for its past use. 

Trape-Names—License To Use—IrrevocaBLE WHEN FOR A VALUABLE Con- 

SIDERATION. 

Plaintiff having granted defendant the use of the name “Drug- 
ateria” for drug stores for a valuable consideration, such license 
became irrevocable. 

Trape-Name—CoNnNVEYANCE—TRANSFER OF Bustness NECESSARY. 
Since the value of a trade-mark or trade-name is that it identifies 
to the public merchandise or business of a certain origin, neither can 
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normally, in the absence of a permissive statute, be transferred or 

assigned except with the business, of which it is the outward sign. 

In equity. Action for alleged trade-mark infringement. On 
motion to file second amended complaint. Denied. 


Padden & Moriarty (Will M. Derig, of counsel), all of Seattle, 
Wash., for plaintiffs. 
Chadwick § Chadwick, of Seattle, Wash., for defendant. 


Bacuetor, J.: Plaintiffs commenced this action on July 10, 
1929, by serving and filing a complaint in which they sought to 
recover damages in the sum of $2,500 for alleged past infringe- 
ment and an injunction from further infringement of the use of 
the word “Drugateria,’ which word the plaintiffs alleged was a 
trade-name belonging to the plaintiffs. Against the plaintiffs’ 
original complaint, the defendant addressed a demurrer and sev- 
eral motions, upon the hearing of which another department of 
this court on August 9, 1929, overruled the demurrer and granted 
the motions in part. On March 20, 1930, plaintiffs filed an 
amended complaint, in which the same relief was demanded. To 
this amended complaint, the defendant addressed a demurrer and 
several motions which came on for hearing on April 13, 1931, 
before the undersigned judge, who on April 17, 1931, entered an 
order sustaining the demurrer, leave being granted plaintiffs to 
move for rehearing within ten days thereafter. On April 27, 1931, 
plaintiffs served and filed a petition for leave to file a second 
amended complaint, tendering the same with the petition. This 
petition was, after oral argument, denied on May 9, 1931, a re- 
hearing being granted upon the court’s own motion on May 11, 
1931, to permit respective counsel to file memorandum briefs. 

In the determination of the petition it is necessary to ascer- 
tain (1) whether the second amended complaint is sufficient in 
law, and (2) whether the plaintiffs have been guilty of laches in 
tendering the same. 


Summarized, the proffered second amended complaint alleges 
that, prior to the second day of April, 1919, the plaintiff, Theodore 
Farrell, conceived a novel and original plan for the conduct of the 
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business of the sale of drugs and drug sundries, which plan or 
system he designated as a ‘““Drugateria,” which name he registered 
under the Federal and State trade-mark laws on April 2, 1919; 
that in July, 1928, the plaintiff Farrell and another organized cor- 
poration under the laws of Washington under the name of “Drug- 
ateria, Inc.,” to which corporation the plaintiff Farrell extended 
the right to use said trade-name and trade-mark rights, and which 
corporation joins as a plaintiff in this action; that in August, 1922, 
the plaintiff, for a valuable consideration in money, gave one L. A. 
Stein permission to use the name “Drugateria” and said system 
until further notice; that Stein and the defendant in 1922 formed 
a co-partnership to carry on a retail drug business at Seattle, 
Wash., under the name of “Drugateria’’ and in December, 1922, 
the defendant, Gardner, acquired all of the interest of said Stein 
in said drug business and has ever since continued to use the name 
“Drugateria” or ““Drugeteria’; that between the years 1919 and 
1924 the plaintiff, Farrell, was engaged in making plans for the 
completion of the “Drugateria’’ system; that in 1924 he established 
a “Drugateria” system in the city of Seattle which he has con- 
ducted ever since under the names “The Drugateria,” “Farrell’s 
Drugateria” and “Drugateria System”; that defendant has in- 
fringed upon the rights of the plaintiffs in using the name “Drug- 
ateria’” and “Gardner’s Drugateria” and the system conceived by 
the plaintiff, Farrell; that in December, 1922, the plaintiff, Farrell, 
notified the defendant of the right of such plaintiff to the exclusive 
use of the word “Drugateria’” and in January, 1923, made a de- 
mand upon the defendant to discontinue the use of such name and 
word; that in January, 1923, the defendant recognized such plain- 
tiff’s right to said name “Drugateria” and offered such plaintiff 
a considerable sum of money for the use of the name and since 
1923 up to July 8, 1929, carried on a series of negotiations with 
the plaintiffs for the purchase of the right to use said word and 
name; that plaintiff did not commence any action because he be- 
lieved until July 8, 1929, that such negotiations would terminate 
in a satisfactory settlement; that plaintiffs have been damaged in 
the sum of $2,500, for which sum plaintiffs demand judgment 
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together with a decree restraining and enjoining the defendant 
from further use of the name “Drugateria.” 

In opposing plaintiffs’ petition, counsel for defendant con- 
tend (1) that there is a departure between the amended complaint 
and the proposed second amended complaint; (2) that the proposed 
second amended complaint is demurrable because it appears on the 
face of the complaint that the action of the plaintiffs is barred by 
estoppel, laches and the statute of limitations; and (3) that the 
plaintiffs have been guilty of laches since the filing of the original 
complaint herein. 

On the other hand, counsel for plaintiffs insist (1) that the 
statute of limitations is inapplicable to actions of this sort; (2) 
that the alleged wrongful acts of the defendant are continuing 
acts and subject to injunctive relief at all times; and (8) that 
the statute of limitations has been prevented from tolling in the 
case at bar by the alleged negotiations between the plaintiffs and 
defendant. 

In each of the complaints, the plaintiff seeks the same remedy, 
viz., damages for past use of and injunctive relief as to the use in 
the future of the alleged trade-name “Drugateria.” While addi- 
tional allegations are set forth in the second amended complaint, 
such as the giving by the plaintiff Farrell to the defendant of a 
license, terminable at will, to use the trade-name and the allega- 
tions of negotiations between the plaintiffs and defendant, there 
is not such a departure between the complaints, as alone, would 
warrant the court in refusing leave to file the proposed amended 
second complaint. McGuirk v. Gazzam, 150 Wash. 554; Asbury 
v. Yakima, 1387 Wash. 203; Schoemer v. Zeran, 126 Wash. 219 (217 
Pac. 2009); Wunsch v. Consolidated Laundry, 116 Wash. 219 (199 
Pac. 233); Maze v. Feuchtwanger, 106 Wash. 827 (177 Pac. 801). 

Inasmuch as the so-called system of merchandising referred 
to in the proposed amended complaint is not claimed itself to have 
been patented or otherwise protected except by the adoption and 
registration of the trade-name “Drugateria” (and it is questionable 
whether such a system itself could be protected by patent or regis- 
tration), and inasmuch as it is not alleged that the word “Drug- 
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ateria” was ever attached to or was descriptive of specific articles 
manufactured by the plaintiffs, the case at bar must be determined 
by the law relating to trade-names. See Nims Unfair Competition 
and Trade-Marks, 3rd ed., p. 501; 26 R. C. L. 828. 

Such trade-names, when not lost through acquiescence, estoppel 
or laches, will be protected where timely action is instituted. 
Grocateria Co. v. Tibbett, 94 Wash. 99 (162 Pac. 54). 

The proposed amended complaint in the case at bar, however, 
discloses upon its face that the defendant lawfully acquired, for 
a lawful consideration paid to the plaintiff, the right to use the 
trade-name “Drugateria” and that he has been using the same 
with the actual knowledge of the plaintiffs since 1922. While it 
is true that the plaintiffs allege that the original license was revo- 
cable at the pleasure of the plaintiff, Farrell, there is some 
authority to the effect that such a license, once given for a valuable 
consideration, to use a trade-name is irrevocable. 

But while it may be stated generally that a mere license without 
consideration is determinable at the pleasure of the licensor, yet it has 
been held that if the enjoyment of a license must necessarily be and is 
preceded by the expenditure of money, such license then becomes an 
— upon a valuable consideration, and is irrevocable. 26 R. C. L. 

If the license alleged in the complaint was such an irrevocable 
license, then the plaintiffs could not recover in this action. The 
trade-name in question could not, however, be assigned or its use 
licensed in the manner alleged in plaintiffs’ original complaint, and 
the attempt of the plaintiffs in the case at bar to make such a 
transfer, assignment or license, I believe, precludes them from 
recovery in this action irrespective of laches, estoppel or the statute 
of limitations. 

The purpose and essential value of a trade-mark or trade- 
name is that it identifies to the trade and the public, the merchan- 
dise or business as of a certain origin, or as the property of a cer- 
tain person, and normally neither, in the absence of a permissive 
statute, can be transferred or assigned, except with the business 
of which it is the outward sign. 
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Nims Unfair Competition and Trade-Marks, 3rd ed., p. 66: 


It may be stated as a general rule that a trade-mark or trade-name 
is not an article of property that passes from hand to hand by assignment 
separate from the business of the owner of the mark or name, but that in 
order to convey the right of user, the transfer must be coupled with the 
transfer of some product or business with which it has become identified. 
The reason for this is that if the bare right of user could be transferred, 
the name or mark would no longer serve to point out and protect the 
business with which it has become identified, or to secure the public 
against deception, but would tend to give to a different business the 
benefit of the reputation established by the business to which the name 
had previously been applied. 26 R. C. L. 804. See also Morand Bros. v. 
Chippewa, 2 Fed. 2nd 237; Carroll v. Duluth, 232 Fed. 675 [6 T.-M. Rep. 
395]; President Suspender Co. v. McWilliam, 233 Fed. 483 [7 T.-M. Rep. 
103]; Coca-Cola, etc., Co. v. Coca-Cola Co., 269 Fed. 796 [11 T.-M. Rep. 
134]; Smith v. Yost (Ind.) 125 N. E. 73 [10 T.-M. Rep. 33]; Wisconsin 
v. Safer (Wis.) 195 N. W. 700 [14 T.-M. Rep. 15]. 38 Cyc. 867. 


The province of a trade-mark is to designate to the trade and 
the public the goods to which it is attached, as the goods manufac- 
tured by the owner of the trade-mark. The province of a trade- 
name is to designate to the trade and the public the particular 
business conducted by the owner of the trade-name. Neither can 


be assigned or their use licensed without a sale of the articles or 
the business to which they pertain. And he who knowingly per- 
mits another to mislead the trade and public by the misuse of his 
trade-mark or trade-name, loses his right to the distinctive use of 
the name and cannot secure relief either from courts of law or 
courts of equity. 


The plaintiffs’ attempted license of the right to use its trade-name 
was ineffective because a trade-name cannot be assigned except as an 
incident to the sale of the business and good-will in connection with which 
it has been used. . . . The evidence shows that the use of the plaintiffs’ 
trade-name by the many local offices, under the sanction of contracts made 
by the plaintiff assuming to license the use of the trade-name, has caused 
the name to lose its distinctiveness as the trade-name of the plaintiff. . . 
The intention of the plaintiff has been plainly manifested by the formal 
contracts and its acquiescence in the performance of these contracts, 
whereby, for a monetary consideration, it has for a long time allowed 
its trade-name to represent to the public the business of others. After 
thus misleading the public, it is not in position to ask the aid of a court of 
equity to protect the reputation of that name as an indication of the plain- 
tiffs’ services. . . . (Italics mine.) Fisk & Co. v. Fisk Teachers Agency 
3 Fed. 2nd 7, 8 [15 T.-M. Rep. 147]. See also Nims Unfair Competition 
and Trade-Marks, 3rd ed., p. 66; 26 R. C. L. 864; Cody v. Colonial, etc., 
Co., 284 Fed. 873, 877 [13 T.-M. Rep. 185]; Saxlehner v. Eisner, 179 U. S. 
33, 45 L. Ed. 60 (21 S. C. Rep. 7). 


To: te 


Pe ae eee 


i ae cote. 


— = s 





sii: icici a ei: OTE at Sco tate ee 


THEODORE FARRELL, ET AL. V. JOSEPH GARDNER 517 


While counsel for plaintiff contend that the statute of limita- 
tions is not applicable to equity actions and therefore inapplicable 
to the case at bar, the distinction between legal and equity actions 
has been abolished in this State and the general statute of limita- 
tions is applicable to all actions. 


It is the policy of the law in this State, as manifested by numerous 
legislative enactments, that periods shall be established when any claim 
or demand for the enforcement of any kind of rights shall be deemed 
too stale for enforcement. These statutes of limitations are not regarded 
with disfavor, being considered statutes of repose. By Rem. Code No. 155, 
it is provided that “actions can only be commenced within the periods 
herein prescribed after the cause of action shall have accrued, except 
when in special cases a different limitation is prescribed by statute.” This 
section is general and applies to any form of civil action, legal or 
equitable. . . . Hotchkin v. McNaught, 102 Wash. 161 (172 Pac. 876). 
See also 37 C. J. Sect. 131, page 790. 


It is thus unnecessary to specifically mention the various cases 
cited by counsel for the plaintiff upon this proposition, as the cases 
so cited are from jurisdictions where the old distinctions between 
legal and equitable actions still hold. 

And it is apparent that the cause of action set forth in the 
plaintifis’ proposed complaint is barred by the statute of limita- 
tions (Sections 156-159, Rem. Comp. Stat.), unless the statute 
has been prevented from tolling by the alleged negotiations re- 
ferred to in the complaint, or the cause of action, is, as counsel for 


plaintiffs contend, a continuing one. The first contention is un- 
tenable. 


The mere pendency of negotiations for the adjustment of a con- 
troversy does not suspend the statutory prescriptions against an action 
on the claim involved. 37 C. J. 1045. 


Nor would a mere admission of plaintiffs’ rights as alleged 
in the proposed complaint prevent the tolling of the statute. 37 


C. J. 1095; Bank of Montreal v. Guse, 51 Wash. 365 (98 Pac. 
1129). 


An offer of a compromise is not sufficient to take a case out of the 
statute of limitations, particularly where the debtor declares he will not 
pay more or where his offer indicates that he regards the indebtedness 


as paid, or where the offer is not accepted, etc. (Italics mine.) 37 C. J. 
1112. 
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The case of Empire Gas § Fuel Co. v. Lindersmith (Okla.) 
268 Pac. 218, cited by counsel for plaintiff herein, based upon an 
accepted offer of compromise, is, in my opinion, not in point in 
the case at bar. Nor are the cited cases of Greeley Gas § Fuel 
Co. v. Thomas (Colo.) 288 Pac. 1051, and Howard v. West Jersey, 
etc., Co., 141 Atl. 755, as in each of which cases actual or con- 
structive fraud was relied upon as estoppel. There can be no 
estoppel to rely upon the statute of limitations where, as alleged 
in the case at bar, the plaintiff did not accept the offer of com- 
promise or settlement. 

The second contention of counsel for plaintiffs to the effect 
that equity will restrain the continued wrongful infringement of 
a trade-mark or trade-name even though an action for damages 
would not lie by reason of the statute of limitations, is, subject 
to the limitations hereinafter noticed, supported by the texts and 
well-reasoned authorities. 


It has likewise been as unequivocally declared by our judicial tribunals 
that equity regarding the wrong and injury inflicted by such an appropria- 
tion and limitation of things distinctive in another as a continuing one— 
especially where done intentionally and fraudulently—will interpose the 
remedy of injunction, although limitation or laches might bar the action 
were it merely one for damages for infringement. . . . Under these 
direct holdings, the statute of limitations as such, and the various cases 
applying it, cited and relied upon by appellants, have no application here, 
where the suit is a forward-looking one and for injunction only. . . . 
Burrell v. Michaux (Tex.) 273 S. W. 874, 881. See also Gaines & Co. v. 
Whyte, etc., Co., 81 S. W. 649; 38 Cyc. 881; Menendez v. Holt, 125 U. S. 
514 (165 S. C. Rep. 738), 32 L. Ed. 525. 


This rule is, however, subject to the qualification that equity 
will not restrain future infringement, even though the infringe- 
ment be continuing, where (1) the complainant does not come into 
court with clean hands, (2) complainant has knowingly permitted 
another to use his trade-name for a number of years in such a 
manner that the trade or public may have been misled or confused 
or (8) where such an injunction would be inequitable. I have in 


my search of the authorities found no case in which equity took 
jurisdiction where the defendants’ original use of the trade-name 
was with the consent of the complainant and defendants’ use of 
such trade-name had continued beyond the statute of limitations. 
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In such cases the equitable doctrine of laches is applied, irrespec- 
tive of the statute of limitations. 
In the application of the doctrine of laches to the case at bar 


it must be borne in mind that the plaintiffs’ proposed complaint 
discloses upon its face: 


(1) That the plaintiff did not use the trade-name in question in 
connection with an established business until 1924, or two years after the 


defendant began the use of such trade-name in connection with an estab- 
lished business. 


(2) That defendant’s original use of such trade-name was with the 
consent of the plaintiff, Farrell. 


(3) That the term “Drugateria” by 1924 had acquired, either with 
or without the consent of the plaintiffs, a distinctive meaning as applied 
to the established business to which it appertained, viz., that of defendant. 

(4) That plaintiff withdrew permission for the right to use such 
name from the defendant in December, 1922, or early in 1923, and that 
ever since until the commencement of this action, the plaintiffs have taken 
no legal steps to stop such alleged wrongful use. 


The mere adoption or registration of a trade-name creates no 
property rights. Registration of a trade-name merely establishes 
prima facie the fact that the party registering it was the first to 
use it. Unless and until the registration or adoption is followed 
by a use of the trade-name in connection with an established busi- 
ness the registration or adoption is abortive and ineffective. To 
secure rights which a court of equity will protect, the trade-name 
must be used in connection with specific goods or an established 
business. The test of a trade-name, registered or unregistered, is 
first use. 38 Cyc. 691. 

The trade-name in question was in 1922, with the permission 
of the plaintiff, Farrell, used to designate the business of the 
defendant. Having been so used with the plaintiff’s permission, 
the plaintiff, Farrell, is now estopped from claiming it as distinc- 
tive to the business which he later established in 1924 under the 
equitable doctrine of acquiescence as laid down in the case of Fisk 
Co. v. Fisk Teachers Agency, supra. 

Having stood by and taken no legal steps to protect his rights, 
if any, since 1928, the plaintiff, Farrell, is likewise barred through 
laches from any relief either at law or in equity. His co-plaintiff 
having no rights except those attempted to be assigned to it by the 
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plaintiff, Farrell, has no better standing in court. In fact, its 
position is more precarious for it could not acquire a trade-name 
which, with the consent of its assignor, had been applied thereto- 
fore to distinguish the business of a competitor. Neither equity 
nor law will protect “stale claims” where the complainant has him- 
self been guilty of laches or negligence and this is especially true 
where, by his acquiescence, a trade-name has been applied to an 
established business conducted by another. 26 R. C. L. 88; Fisk, 
etc., Co. v. Fisk Teachers Agency, supra; Fleet Co. v. Mobile Drug 
Co., 284 Fed. 818 [18 T.-M. Rep. 145]. 

In view of my conclusion that my decision in sustaining a 
demurrer to the first amended complaint was correct and that the 
proposed second amended complaint is clearly subject to a de- 
murrer and insufficient to entitle plaintiffs to any relief either at 
law or in equity, the petition for leave to file and serve the pro- 
posed second amended complaint is denied. 

Order in conformity herewith, allowing an exception to the 


plaintiffs, may be prepared, served and presented for signature 
and entry. 


CALIFORNIA CANNERIES CompANy v. LusH’us Propuctrs Company 
United States Court of Customs and Patent Appeals 
Patent Appeal No. 2763 


June 1, 1931 


Trape-Marxs—Opposition—Worps “Lusn’us Peas” anp Picture or CHEF 
anv “Lvusx’s Lusciovs”—ConFriicTinc Marks. 

A mark consisting of a picture of a chef with jacket and cap, 
holding a dish of peas in one hand, shown in connection with the words 
“Lush’us Peas” held to be confusingly similar to a mark consisting 
of the words “Lusk’s Luscious,” both marks being used on food prod- 
ucts, particularly canned fruit and canned vegetables. 


On appeal from a decision of the Commissioner of Patents 
dismissing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision, see 20 T.-M. Rep. 159. 
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Eugene E. Stevens, of Washington, D. C., for appellant. 
Mrs. Bertha L. Macgregor, of Chicago, Ill., and Charles R. | 
Allen, of Washington, D. C., for appellee. | 





GranaM, P. J.: California Canneries Company, the appellant, 
filed opposition in the United States Patent Office to the applica- 
tion of the appellee, Lush’us Products Company, to register a trade- 
mark on canned peas, a mark which is substantially as follows: 
The picture of a chef, with jacket and cap, holding a dish of peas 
in one hand and the cover of the dish in the other. On the mark, 
in conjunction with this picture of a chef, are the two words 
“Lush’us PEAS” in heavy-faced black type. 

The applicant was required by the Patent Office to disclaim the 
exclusive right to the use of the words “Lush’us” and “Peas,” and 
it hence appears from the record that the only part of the mark 
upon which the applicant would be entitled to exclusive use would 
be the picture of a chef, as heretofore described. 

The opposer claimed to be the owner of a trade-mark which 
is in evidence, and which consists of the words “Lusk’s Luscious,” 
which was registered under the act of March 19, 1920, certificate 
No. 227,714, on May 10, 1927. Opposer claimed, and established 
by its proof, that it had been using this mark on food products, 
particularly for canned fruits and canned vegetables, since on or 
about December 1, 1921, in interstate commerce. 

The applicant claimed to have been using its trade-mark for 
about a year prior to the taking of testimony, which was on May 
6, 1929, on peas, canned fruits and vegetables, in interstate and 
intrastate commerce. 

The Examiner of Interferences dismissed the notice of oppo- 
sition, basing his decision upon the proposition that the word 
“Luscious” used by the opposer was descriptive, and that it was 
not owned by the opposer within the meaning of the act of 1905; 
that the opposer had based its opposition upon the confusion in 
trade clause of section 5 of the trade-mark act of February 20, 
1905, and could not qualify as an opposer, for this reason, under 
section 6 of said act. Proceeding on this premise, he concluded 


































522 TWENTY-ONE TRADE-MARK REPORTER 


that no statutory damage to the opposer could exist, and therefore 
dismissed the opposition. The Commissioner of Patents, on appeal, 
affirmed this decision, and held, in so doing, that that part of the 
opposer’s mark, namely, “Luscious,” was descriptive, that the ap- 
plicant was also entitled to use this word, even misspelled, and that 
these being the only features of similarity between the marks, the 
opposer could not prevail. 

There were introduced in evidence, on behalf of the opposer, 
certified copies of certain certificates of registration in the United 
States Patent Office. One of these, No. 88,830, registered October 
29, 1912, by Berdan & Company, shows a picture of a chef, with 
cap and jacket, holding a spoon, and with the word “Chef.” This 
mark is used on canned vegetables and other food products. An- 
other, No. 101,617, registered January 5, 1915, by Berdan & Com- 
pany, shows a similar picture of a chef, in a slightly different po- 
sition, with the word “Chef,” and is used on cereals and the like. 
No. 117,814, registered August 7, 1917, shows a similar picture 
of a chef, with the word “Chef,” and is used by Berdan & Com- 
pany, as a trade-mark on cereals, etc. No. 143,661, registered 
June 7, 1921, to the Lake Odessa Canning Co., shows the picture 
of a chef, in cap and jacket, holding a dish of peas, and is used 
on canned peas and the like. Several other registrations are also 
in evidence, showing the registration of the word “Chef” in com- 
bination with some other word, all of which registrations antedate 
any use made of its mark by the appellee. 

Many issues are raised here which it will not be necessary to 
discuss. The question of the effect given to disclaimers in the 
United States Patent Office has been discussed in the briefs quite 
fully. However, we believe the practice of the Patent Office in 
requiring such disclaimers, without requiring the disclaimed words 
to be eliminated from the label, has been fully discussed and ap- 
proved by the Supreme Court in Estate of Beckwith v. Commis- 
sioner of Patents, 252 U. S. 588 [10 T.-M. Rep. 255]. In the case 
cited, the Supreme Court reviewed the somewhat conflicting de- 
cisions of the courts with respect to the effect of these disclaimers, 
but came to the conclusion, after such discussion, that the practice 
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of the Patent Office was right, and that no apparent necessity ex- 
isted for the elimination of the words which were disclaimed. We, 
therefore, conclude that this is the settled rule in this jurisdiction. 
We so indicated in Warner-Patterson Co. v. Malcomb, 17 C. C. 
P. A. (Patents) 984, 39 F. (2d) 274 [20 T.-M. Rep. 187]. 

We have had occasion, since our jurisdiction was first estab- 
lished in this class of cases, to construe the provisions of the trade- 
mark act of February 20, 1905, particularly sections 5, 6, and 7 
thereof, on several occasions. The question has been quite fre- 
quently before us as to the functions and duties of the tribunals 
of the Patent Office in opposition proceedings brought under said 
section 6. 

In California Cyanide Co. v. American Cyanamid Co., 17 C. C. 
P. A. (Patents) 1198, 40 F (2d) 1003 [20 T.-M. Rep. 266], this 
court, speaking through Hatfield, J., discussed section 7 of said 
act, and concluded, “‘Accordingly, the Patent Office tribunals may, 
in an opposition proceeding, dispose of any question relating to 
the proposed registration that might properly arise in an ez parte 
case.” In that case the opposer had been using, as a trade-mark, 
the words “Calcium Cyanide,” and the registrant was attempting 
to register the word “Calcyanide.” In that case, as here, the Ex- 
aminer of Interferences held that the opposer, having a descriptive 
mark, could not oppose the registration, and this holding was 
reversed by the Commissioner of Patents, on appeal, the Commis- 
sioner also holding that the mark proposed to be registered, 
‘“Caleyanide,’ was descriptive, and could not be registered. We 
there approved the holding of the Commissioner, and held that the 
statutory right to oppose the registration of a trade-mark did not 
depend upon the exclusive ownership by the opposer of a similar 
mark, but that it was only necessary that he show he would prob- 
ably be damaged by the registration thereof. 

Another case in point is Perorogen Co. v. The Oakland Chemi- 
cal Co., 17 C. C. P. A. (Patents) 1218, 40 F (2d) 1006 [20 T.-M. 
Rep. 261]. In that case the appellant was endeavoring to register 
as a trade-mark the word “Peroxogen” and the opposer had been 
using the trade-mark “Dioxogen” on goods of the same descriptive 
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properties, which mark had been caused to be duly registered in 
the United States Patent Office. There the argument was again 
made that the opposer could not invoke the confusion in trade 
clause of section 5 of the trade-mark act of February 20, 1905, 
as the basis of its opposition, and that, as the opposer could not 
show statutory injury by said registration, that the appellant was 
entitled to have the mark registered, which is the argument here. 
There this court said: 


The question of the descriptiveness of appellant’s mark, in view of 
the quoted definitions, requires no discussion. Obviously, if the word 
“Dioxogen” is descriptive, the word “Peroxogen” is none the less so. If 
neither is descriptive, then, in our opinion, the use by appellant of the 
mark “Peroxogen” on goods possessing the same descriptive properties 
as those on which appellee uses its registered mark “Dioxogen” would be 
likely to cause confusion in the mind of the public and to deceive pur- 
chasers. 

The right to oppose the registration of a trade-mark is not limited 
to those who possess exclusive ownership of a similar mark; nor are the 
Patent Office tribunals limited, in an opposition proceeding, to a consider- 
ation of the precise questions presented in a notice of opposition. On the 
contrary, in such a proceeding, they may dispose of any question relating 
to the proposed registration that might properly be considered in an ex 
parte case. 


We have recently reiterated the doctrine that, in opposition 
proceedings, the registrability of the mark is directly involved. 
Etablissements René Beziers v. Reid Murdoch, 18 C. C. P. A. 
(Patents) [21 T.-M. Rep. 258]; Federal Mill & Elevator Co. v. 
Pillsbury Flour Mills, 18 C. C. P. A. (Patents) » — F (2d) 





When the opposition proceeding herein was begun, the appli- 
cation of the appellee for registration was pending in the Patent 
Office, and was subject to any action which might lawfully be taken 
there. It had gone to publication in the Official Gazette, but no 
certificate had been issued. Therefore, it was within the power 
of the Commissioner of Patents to allow or disallow the issuance 
of the certificate of registration. His power to do this did not 
depend upon the opposition. However, when the opposition pro- 
ceedings were begun, the first question presented to the tribunals 
of the Patent Office, under section 7 of the trade-mark act of 1905, 
was “‘to determine the question of the right of registration to such 
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trade-mark.” The appellant had disclaimed the use of the words 
“Lush’us” and “Peas.” It is obvious, from the registrations ap- 
pearing in the record, that the picture of a chef holding a dish of 
peas, was already in use, as a trade-mark, by many other regis- 
trants. In view of this situation, it is plain that the appellant was 
not entitled to registration of its mark. There was no part of it 
which had not been disclaimed, but which was the subject of regis- 
tration to others already in the field. This being true, it becomes 
unimportant to determine the many questions which are raised as 
to the validity of appellant’s mark. 

To register the proposed mark of the appellee would produce 
confusion in trade, irrespective of appellant’s use of its mark. 
The statute was not intended to promote such confusion, but to 
prevent it. Therefore, in the proceedings of the tribunals of the 
Patent Office, and in the exercise of our jurisdiction, there should 
be constantly kept in mind the objects of the statute, which are 
the promotion of the interests of the trade and commerce of the 
country and the protection of trade-marks which are lawfully used 
or owned by those engaged in such trade and commerce. 

The decision of the Commissioner of Patents is reversed and 
an order will be entered denying appellee’s application for regis- 
tration. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Act of 1920—Non-exclusive Use 


Kinnan, F. A. C.: Held that the California Bottling Works, 
of Los Angeles, was not entitled to register, under the Act of 1920, 
the notation “California Orange Dry” as a trade-mark for an 
orange beverage and the registration which it had obtained should 
be canceled, in view of the use by the Nesbitt Fruit Products, Inc., 
et al., of Los Angeles, Calif., of the notation “California Orange 
Juice” prior to and during the year immediately preceding the 
registrant’s application for registration. 
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In his decision, after noting the argument that petitioners’ 
notation is not capable of functioning as a trade-mark but is a 
mere descriptive phrase and stating that that was equally true of 
the respondent’s notation, the First Assistant Commissioner said: 

Clearly enough, the petitioners, even if they were using their notation 
in a purely descriptive sense, would be damaged by the registration to 
another of a mark confusingly similar, for use upon the same class of 
goods (citing decisions). 

And then, after stating that the only question involved in this 
case was the simple question of confusion between the registrant’s 
mark and the notation which petitioners had been using, he said: 


The answer to this question must be in the affirmative and this being 
so the petitioners have established likelihood of damage by reason of the 
registration of respondent’s confusingly similar mark.’ 


Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, as a trade-mark for carbonated, non-alcoholic citrous bever- 
ages, a mark consisting of a somewhat sketchy map of the south- 
western part of the United States, including the State of California, 
several states and portions of states, and a part of the Pacific 
Ocean, all arranged in a circle, and that the opposition to this reg- 
istration based upon use of marks including the word “California” 
and the use of labels showing representations of a map of Cali- 
fornia upon the same class of goods should have been sustained. 

In his decision, after noting the Examiner of Interferences 
had held that applicant was not entitled to the registration which 
it sought because it had not used the mark at the time it filed its 
application, noting that the opposition was dismissed largely be- 
cause there was not drawn into the notice of opposition the ques- 
tion of confusion in trade and damage to the opposer, and that 
applicant argued that since it did not appeal the appeal of the 
opposer could not be considered in view of the Dunlap decision 


* Nesbitt Fruit Products, Inc., et al. v. California Bottling Works, 156 
M. D. 677, May 29, 1931. 
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(867 O. G. 237, 57 App. D. C. 351), the First Assistant Commis- 
sioner said: 
It is evident, however, that the instant proceeding is not entirely the 
same as was that of the adjudicated case. The applicant does not com- 
pletely accept the decision of the Examiner of Interferences denying its 
registration but seeks to shift over to the 1920 Act and persists, in conse- 
quence, in seeking registration of its mark. While it is true the 1920 Act 
does not provide for opposition proceedings yet it is deemed proper, since 
the instant proceedings were properly instituted under the trade-mark 
statutes (1905 Act) that such proceedings should be continued until the 
real question raised, the right of the applicant to registration of its mark, 
is finally determined. See Celanese Corporation of America v. Vanity 
Fair Silk Mills, 47 F. (2d) 375, C. C. P. A. [21 T.-M. Rep. 128]. 
And then, after stating that while, in view of the non-use of 
the mark applicant would no more be entitled to registration under 
the 1920 Act than under the 1905 Act, he stated that it was pos- 
sible that the difficulty could be cured by filing a new application or 
changing the date of the present application. 

He then, after stating that the use by opposer of its labels 
with the map of California and the use by the applicant would 
cause confusion of origin of goods, said: 

It is not thought material that the opposer has no exclusive right to 
the use of a map of California in connection with the sale of its goods 
since it would be damaged if a rival in business should obtain registration 


of a mark which included a map of California and which therefore would 
be confusingly similar to that of the opposer (citing decisions).’ 


Kinnan, F. A. C.: Held that the use of the term “California 
Orange Juice,’ as a trade-mark for beverages having an orange 
juice ingredient, did not afford any ground for cancelling the reg- 
istration under the Act of 1920 obtained by the California Bottling 
Works of the term “California Dry Pale Ginger Ale,” as a trade- 
mark for a carbonated, non-cereal beverage sold as a soft drink. 
In his decision, after noting that the evidence showed that the 
registrant was the first of the two parties to use the name “Cali- 
fornia” upon beverages and that it used the notation “California 
Club Dry Pale Ginger Ale” before the petitioner used any notation 


? California Bottling Works v. California Dry Orange Ale Corp., 156 
M. D. 672, May 29, 1931. 
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other than “California Orange Juice,” the First Assistant Com- 
missioner said: 

It is obvious enough, in consequence, that the petitioners have no ex- 
clusive right to this name of the state in which they carry on business in 
connection with beverages of the character here under consideration. 

And then, after referring to the proceedings in an applica- 
tion filed by the petitioners, or one in privy with them, he said: 


It seems certain that if the petitioners were right in asserting that 
“California” and “Orange” are incapable of exclusive appropriation by any 
one and that there was no conflict between “California Golden Dry Orange” 
and “California Orange Dry,” used upon the same class of goods, there 
could be no conflict between “California Orange Juice” and “California 
Dry Pale Ginger Ale.’”* 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the term “‘Ice-O-Matic,” as a trade- 
mark for domestic refrigerator machines, in view of the prior 
registration of the Icy-O-Metal Products Co., Inc., of the mark 
“Tey-O” as a trade-mark for dispensing cabinet for bottled goods, 
on the ground that the marks of the parties as applied to their 
respective goods are confusingly similar. 

In his decision he noted that the term “Ice-O-Matic” had 
been refused to the Sievers & Erdman Co. in view of an opposition 
brought by the Icy-O Co. and noted also that the applicant argued 
that he had bought the business of the applicant and now seeks to 
register this mark as an extension of its business under the “Oil-O- 
Matic” mark and that the ownership of the “Icy-O” trade-mark 
has changed hands. 

In his decision, after stating that the facts above referred to 
were not seen to have any bearing in the case at bar, the First 
Assistant Commissioner said: 


It is believed the mark of the applicant and that of the registrant are 
so similar when considered as a whole and the goods upon which they are 
used are likewise so similar in the function at least of keeping articles 
cold that confusion would be probable if both marks appear upon their 
respective goods in the same market.‘ 


* Nesbitt Fruit Products, Inc., et al. v. California Bottling Works, 156 
M. D. 674, May 29, 1931. 

*Ex parte Williams Oil-O-Matic Heating Corporation, 156 M. D. 686, 
June 23, 1931. 
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Kinnan, F. A. C.: Held that the applicant is not entitled 
to register, under the Act of 1905, as a trade-mark for washable 
dresses for women and girls, the words “Polly Ann” associated 
with the pictorial representation of a parrot. 

Registration was refused in view of the prior registration of 
the word “Pollyanna” for substantially the same goods. 

In his decision the first Assistant Commissioner said: 


Purchasers would be likely to, as suggested by the Examiner, call for 
the goods by the word “Pollyanna” or the words “Polly Ann.” The 
similarity in sound, spelling, and appearance is very considerable. It is 
believed applicant should have selected a notation farther removed from 
that already in use by others upon goods of the same class.® 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the term ‘“‘Chromolite” as a trade-mark for electric flood- 
lights, in view of the prior adoption and use by opposer of the 
term ““Chromalox”’ as a trade-mark for a variety of electrical ap- 
paratus, including infra-red lamp units and resistance units for 
ultra-violet ray lamps. 

In his decision, after noting that the opposer had used its 
mark on electrical devices continually for a number of years prior 
to the applicant’s use of its mark and that the opposer doesn’t 
appear to manufacture complete lamps, the first Assistant Commis- 


sioner said: 


While the fact is not overlooked that the lamps in which the opposer 
uses its resistance devices are not intended for illumination, as are the 
lamps put out by the applicant, yet they are generically known in the trade 
as electric lamps, and it would seem fair to hold they are goods of the 
same class. Malone v. Horowitz, 17 C. C. P. A. (Patents) 1252, 399 O. G. 
416, 41 F. (2d) 414 [20 T.-M. Rep. 462]; Kotex Company v. McArthur, 
404 O. G. 4, 45 F. (2d) 256 [21 T.-M. Rep. 47]. 


With reference to the similarity of the marks, he said: 


The marks themselves include a prominent first syllable which is 
common to both and when the marks are viewed as a whole, they are 
somewhat similar. It is true there are differences but the similarities are 
regarded as more noticeable than the differences. 

Then, after stating that the applicant had made some attempt 


to have certain prior registrations considered and stating that under 


°Ex parte Forest City Mfg. Co., 156 M. D. 693, June 26, 1931. 
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a recent decision of the Court of Customs and Patent Appeals they 


could not be considered, he said: 

Since the sole question here presented is that of the right of the appli- 
cant to registration and since that question is to be determined by the 
test of confusion in trade, prior registrations of other parties need not be 


considered. 
* * —_ * 


It is deemed quite probable that purchasers familiar with the opposer’s 
trade-mark and goods as used upon its type of lamp would, upon seeing 
the applicant’s mark upon the latter’s type of lamp, be led to think the 
goods had the same origin.° 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register as a trade-mark for turbines, compressors, pumps, etc., a 
mark consisting of the representation of a speeding railway train, 
a globe showing map outlines together with two concentric circles 
surrounding the globe and having between them the words “Travel- 
ing Around The World,” and above all these features the words 


“Artic-Aire,” in view of the prior adoption and use by opposer 
of the term “Frigidaire” as a trade-mark for refrigerators. 

With reference to the goods, the First Assistant Commissioner 
said: 


The Examiner of Trade-Mark Interferences held, and it is believed 
rightly, that the goods possess the same descriptive properties, being 
parts of, in the one instance, or comprising, in the other, cooling machines 
or refrigerators. 


With reference to the similarity of the marks, he said: 


While the applicant’s trade-mark includes features beside the words 
“Artic-Aire,” yet these words are the predominating feature as shown 
by the specimens filed in the application and would be readily noted 
by the purchasing public. Since the opposer, as shown by its record, has 
built up such a very large trade in its goods, it is thought the applicant 
should have adopted a name farther removed from that used by the 
opposer and one less likely to cause confusion of origin of goods.’ 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for a publication, 
a mark consisting of the words “The California Broadcaster,” the 

*Edwin L. Wiegand Company v. Westinghouse Electric & Manufac- 


turing Company, 156 M. D. 699, July 3, 1931. 
* Frigidaire Corp. v. Carter F. Hall, 156 M. D. 703, July 8, 1931. 
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last word being of larger type and placed beneath the other two 
and between the representation of the tops of two towers con- 
stituting parts of a broadcasting equipment, in view of the prior 
registration to the McQuay-Norris Manufacturing Company of a 
mark consisting of the words “The Broadcaster” placed above the 
representation of two radio towers, as a trade-mark for periodicals 
relating to the manufacture, merchandising, and use of automotive 
parts. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks so similar as to be likely to 
cause confusion. 

In his decision, after noting applicant’s argument that the 
Office was inconsistent in allowing the McQuay-Norris registra- 
tion over the registration of the Hatfield Electric Company, also 
including the notation “The Broadcaster,” which registration had 
been cited against this application and withdrawn, the First As- 
sistant Commissioner said: 


In any event the applicant’s mark more nearly approaches that of 
the McQuay-Norris Company than it does that of the Hatfield Electric 
Company. It is deemed, however, that the applicant’s mark approaches 
too nearly both of the marks cited in anticipation. While recognizing 
the peculiarities of the letters of the word “Broadcaster” of applicant’s 
mark yet it is thought these features would be readily overlooked by the 
average purchaser and that the publication would be recognized and called 
for by the single word “Broadcaster.” 


* + + * 


It is considered that confusion would be quite probable if both periodi- 
cals appeared in the same market under the respective marks.* 


Kinnan, F. A. C.: Held that Applicant is not entitled to 
register, under the Act of 1920, the notation ‘““Corkseal,” as a trade- 
mark for gaskets, in view of the prior registration by another, under 
the same Act, of the term ““Korkpak,” as a trade-mark for the same 
goods. 

In his decision, after pointing out that the marks were clearly 
so similar that, if otherwise registrable under the Act of 1905, the 
latter could not be registered, and noting applicant’s argument 
that the Act of 1920, in terms, forbids only the registration of a 


* Ex parte Radio Public Relations Bureau, 156 M. D. 706, July 15, 1931. 
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mark which is identical with a known trade-mark of another and 
referring to the decision of the Solicitor of the Department of the 
Interior, 277 O. G. 181, construing the 1920 Act, the First Assistant 
Commissioner said: 


The whole purpose of all the trade-mark registration acts would appear 
to be to grant registration of marks which are not confusingly similar 
and deny registration to a newcomer where confusion is apparent, since 
it would appear obvious Congress did not intend by its registration enact- 
ments to add to confusion in trade.’ 


Moore, A. C.: Held that applicant is not entitled to register, 
as a medicinal preparation for treating head colds, the term “Vapo- 
zoin” in view of the prior adoption and use by Vick Chemical Com- 


pany of the term “Vaporub” as a trade-mark for medicinal prepara- 
tions. 


With reference to the goods, the Assistant Commissioner said: 


As a matter of fact, the goods of each of the parties consist of a 
medicinal preparation for the same diseases. The mere fact that the 
applicant dispenses its preparation in a liquid form, whereas the opposer 
dispenses its preparation in the form of an ointment or salve is regarded 
as not constituting a sufficient reason for separately classifying the two 
preparations. 


With respect to the similarity of marks, he said: 


a comparison thereof shows their resemblance to be such, 
both as to appearance and suggestion, as to be likely to cause confusion 
in the mind of the public as to the origin or ownership of the goods. Both 
marks commence with the prefix “Vapo,” which is suggestive of the idea 
that the preparation in each case is administered in part by inhalation. 
It is believed that the dissimilarity of the suffixes of the marks is not such 
as to avoid confusion. 


With reference to applicant’s contention that the term “Vapo” 


had been used in so many trade-marks for medicinal preparations 
that the opposer has no exclusive right thereto, he stated the gen- 
eral rule that in opposition cases prior registrations could not be 
considered and noted the exception set out in Lever Brothers Com- 
pany v. Riodela Chemical Co., 398 O. G. 356, 41 F. (2d) 408 
[20 T.-M. Rep. 311], that such registrations can be considered 
as showing that a word or symbol is public property. He then said: 


It is not contended by either of the parties that their respective marks 
had previously been used. The fact that the prefix “Vapo” had been 


* Ex parte Francis L. Deiterich, 156 M. D. 708, July 15, 1931. 
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used in prior registrations is believed no sufficient reason for removing 
this case from the application of the general rule.” 


Corporate Names 


Kinnan, F. A. C.: Held that Gruendler Crusher & Pulverizer 
Co., of St. Louis, Mo., is not entitled to register, under the Act of 
1905, the word “Wizard” as a trade-mark for crushers, shredders, 
etc., since it appears that that word is the name of a corporation, 
namely, Wizard, Inc., incorporated in Delaware. 

In his decision, after noting that the particular business set 
out in the articles of incorporation is a different business from that 
of the applicant and noting applicant’s argument especially with 
reference to the decision of the Supreme Court in the Simplex 
case (American Steel Foundries v. Robertson, et al., 342 O. G. 711, 


269 U. S. 372 [13 T.-M. Rep. 289]), the First Assistant Commis- 
sioner said: 


The present case is to be distinguished from that case in this, that 
whereas the word “Simplex” constituted only a portion of the corporate 
name of Simplex Electric Heating Company, the applicant’s mark 
“Wizard” constitutes the entire corporate name of the corporation relied 
upon by the Examiner as barring registration to the applicant. 


And then after referring to applicant’s argument as to the class of 
cases where less than the whole name had been appropriated, he 
said: 


It is deemed plain the reasoning in the decision of the Supreme Court 
applies to the class of cases “where less than the whole name has been 
appropriated” and does not apply to the other class of cases “where the 
appropriation of the corporate name is complete.”™ 


Descriptive Marks 


Kinnan, F. A. C.: Held that an opposition brought by The 
Worthington Ball Company against the registration of a trade- 
mark for golf balls described as consisting of a “plurality of iso- 
lated or spaced red figures of approximately square or diamond 


10 Vick Chemical Co. v. American Sundries Co., Inc., 156 M. D. 711, 
July 24, 1931. 


* Ex parte Gruendler Crusher & Pulverizer Co., 156 M. D. 710, July 23, 
1931. 
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shape distributed around the surface of the balls,’ was properly 
dismissed, but further held that the applicant, A. G. Spalding & 
Bros., is not entitled to the registration of that trade-mark. 

The decision is based on the ground that the marks of the two 
parties are not confusingly similar, but that the applicant’s mark 
as claimed consists of a mere utilitarian arrangement of markings 


constituting a permanent and functioning part of the goods them- 
selves and therefore descriptive. 

He further held that the matter of applicant’s right to regis- 
tration was properly before the Examiner of Interferences and that 
the proceedings in a number of other oppositions involving marks 
differing from the one involved herein, primarily in color, would 
be suspended pending the determination of this proceeding. 

With reference to the jurisdiction of the Examiner of Inter- 
ferences the First Assistant Commissioner, after stating that it was 
not necessary to enter into any extended discussion of the matter 
because of the provisions of Section 7 of the Trade-Mark Act of 
1905, said: 


The interference tribunal is almost always in possession of informa- 
tion and facts by reason of the contested proceedings which were not be- 
fore the Examiner of Trade-Marks when the latter, in a wholly ez parte 
proceeding, rendered favorable judgment. 

He then said that the right of the applicant to register is a 
matter to be reviewed on appeal and the Commissioner, under such 
circumstances would not exercise his supervisory authority in a 
summary way. 

With reference to the similarity of the marks, after pointing 
out the registered marks relied upon by the opposer and noting that 
it was the first to adopt and use a marking on golf balls duplicated 
at equidistant spaces over the ball and referring to the common 
practice of golf players in marking the ball of each individual so 
as to distinguish it from that of others and that purchasers and 
dealers were accustomed to note small differences in names or 
markings, and noting applicant’s argument as to what its mark 
consisted of, he said: 


It seems this statement comes pretty near including what the appi- 
cant in the statements above quoted disclaims. However this may be, it 
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is evident to those at all familiar with goods of this character that mark- 
ings spaced uniformly over the surface of a golf ball have primarily utili- 
tarian and probably ornamental functions. Therefore, neither the opposer 
nor the applicant can properly claim such exclusive rights by reason of 
trade-mark registrations or trade-mark use of their respective symbols. 
Eliminating in consequence any broad right in the opposer, it will be evi- 
dent that, since its symbols are specifically quite different from that adopted 
by the applicant, its opposition must fail. 























With reference to applicant’s right to registration, after stat- 
ing that it was clear that applicant had no valid trade-mark in a 
symbol uniformly spaced over the surface of a golf ball, since to 


hold that it had would be to grant in effect a permanent patent, 
he said: 

















If its symbol differs from those used by others, particularly by op- 
poser, and the application is so restricted it may be, as indicated by the 
Examiner of Interferences, that registration could properly be granted. 
So far as the present terms of the application define it, it is thought they 
do not distinguish from what applicant has admitted is a mere utilitarian 
arrangement of markings incapable of exclusive appropriation by anyone. 




















He then stated that, since the question of amending or chang- 
ing the application was an ex parte one, it was not deemed neces- 


sary to determine just what changes would prove acceptable, and 
further said: 













The application as now presented is not deemed to set forth a regis- 
trable trade-mark but a mere utilitarian arrangement of markings con- 


stituting a permanent and functioning part of the goods themselves and 
therefore descriptive. 











With reference to applicant’s mark, described as consisting of 
isolated or spaced red figures of approximately circular shape dis- 
tributed over the surface of the ball, the First Assistant Commis- 


sioner made the same holding as was made in the case immediately 
preceding.*? 















Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the word “Mural” as a trade-mark 
for heating radiators since the word is merely descriptive of the 
goods or of the character thereof. 















% The Worthington Ball Co. v. A. G. Spalding & Bros., 156 M. D. 652, 
May 15, 1981. 
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In his decision, after noting that there are radiators, as shown 
by the record, which are susceptible of being mounted or installed 
in an enclosure within a wall and others which are supported by 
brackets fastened to the wall, the First Assistant Commissioner 








said: 

From the foregoing it is apparent there is among these various types 
of radiators a class or a type which is known and readily distinguished 
as wall radiators, and the word sought to be registered is used upon this 
type as well as upon other types. 








And then, after referring to dictionary definitions of the word 
“mural,” he said: 


It is evident that when used alone in connection with goods of the 
character to which applicant applies it, the word has no other known 
meaning than that noted in these dictionaries. To those familiar with 
the different types of radiators, this word appearing on a wall radiator 
would, it is deemed, mean only that the radiator is of that type; that is, 
the word would be merely descriptive of such a radiator.” 










Effect of Disclaimer 








Rosertson, C.: Held that an opposition brought by Fashion 
Park Associates, Inc., to the registration by Johnson-Stephens & 
Shinkle Shoe Company of the term “Fashion Plate” as a trade- 
mark for shoes was properly dismissed, but that the applicant is 
not entitled to register its mark, under the Act of 1905, because 
of a disclaimer made in a prior registration. 

The opposer’s mark consists of the words “Fashion Park” as 
applied to men’s clothing. 

The decision is based on the ground that the opposer had not 
established a use of its mark prior to the admitted date of use by 
the applicant, that if it had, the opposition should be dismissed 
on the ground that the marks were not confusingly similar, in view 
of the ruling of the Court of Customs and Patent Appeals in a 
prior decision involving similar marks and that applicant having 
disclaimed the words “The Fashion Plate” in connection with an 
application for a prior registration of a composite mark is not now 
entitled to register the words “Fashion Plate” as a trade-mark for 


the same goods. 





















* Ex parte U. S. Radiator Corporation, 156 M. D. 691, June 25, 1931. 
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With reference to the opposition, the Commissioner, after 
stating that there was no direct evidence of the early date of use 
except the answer by one of the witnesses to two questions and 
that no documentary evidence had been introduced to show any 
sale of goods at so early a date, and noting the refusal of the wit- 
ness to answer questions with reference to his testimony in a prior 
interference, said: 

The opposer refers to certain decisions in which the courts held that 
use of this mark had been established as early as 1915, but those decisions 


were made in cases between parties other than the parties hereto and it 
is not deemed that they can be held as conclusive upon the applicant here. 


He then stated that, in view of the holding of the Court of 
Customs and Patent Appeals that the term “Fashion Lane” as 
applied to articles of footwear was not confusingly similar to 
“Fashion Park” as applied to men’s clothing, it could not be held 
that “Fashion Plate” was confusingly similar to that mark. 

With reference to applicant’s right to registration, after noting 
the facts as to the disclaimer of the words “The Fashion Plate” 
in the prior registration, he said: 


It is impossible to see any real distinction between this case and that 
of Warner-Patterson Company v. Malcomb, 397 O. G. 170, 39 F. (2d) 274, 
17 C. C. P. A. 984. In the latter case the court held that where a dis- 
claimer had been made of the words “Liquid Solder,” appearing in con- 
nection with the mark, registration of which had been sought, it 
precluded the registrant from thereafter registering those words as a 
trade-mark for the same goods. 

Obviously there is no distinction, so far as the disclaimer is concerned, 
between the words “The Fashion Plate” and “Fashion Plate.” If one is 
descriptive of the goods the other is also and the disclaimer of the words 
“The Fashion Plate” apart from the other features of the mark shown 
in the other registration is certainly, to all intents and purposes, a dis- 
claimer of the words “Fashion Plate.” 


Functional Feature of Goods 


Moorg, A. C.: Held that applicant is not entitled to register 
under the Act of 1905, as a trade-mark for doors, a mark described 
as consisting “of a “V’ shaped groove in the tenon of the door.” 


* Fashion Park Associates, Inc. v. Johnson-Stephens & Shinkle Shoe 
Co., 156 M. D. 645, April 30, 1931. 
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The ground of the decision is that the alleged trade-mark is 
a mere functional feature of the door and does not serve as a trade- 
mark. 

In his decision, after stating that the Examiner had refused 
registration on the ground that the alleged mark constitutes a 
“structural and functional feature of the goods” and stating that 
whether a mark functions as a trade-mark depends not upon the 
intention of the user but upon the effect it produces on the mind of 
the public, the Assistant Commissioner said: 


I am of the opinion that the “V” shaped groove in the tenon of the 
applicant’s door would be regarded by the members of the public as hav- 
ing only a utilitarian function, even though such function might not be 
readily apparent. 


And then, after referring to applicant’s argument that it was 
necessary for it to guarantee the doors and that it had been called 
upon to replace doors which were not of its manufacture, he said: 


While the “V” shaped groove may be useful in distinguishing the 
applicant’s doors, as above pointed out, yet it does not identify the origi- 


nator or owner of the door, which is the function of a trade-mark.* 


Geographical Term 


Moore, A. C.: Held that applicant is not entitled to register 
under the Act of 1905, as a trade-mark for a preparation having 
cleansing, detergent and water-softening qualities, the word “Vigo,” 
since that word is a merely geographical term. 

In his decision, after stating that the term is listed in Lip- 
pincott’s Gazeteer as the name of several towns and that it is also 
the name of a county in Indiana, the Assistant Commissioner said: 

I am unable to find any other authorized meaning of the word “Vigo” 
than that of the name of geographical places. 

And then, after quoting from Section 5 of the Trade-Mark 
Act and from the Supreme Court decision in Baglin v. Cusenier 
Company, 221 U. S. 580 ([1 T.-M. Rep. 147] 31 S. C. Rep. 669), 
he said: 


I am of the opinion that the word “Vigo” is merely geographical and 
that there was no error in the decision of the Examiner in so holding.” 


*Ex parte, The Wheeler, Osgood Company, 156 M. D. 680, May 26, 
1931. 


7° Ex parte Kirkman & Son, 156 M. D. 681, June 9, 1931. 





nd 
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Goods of Different Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, as a trade-mark for fresh fish, the notation “Frigidized 
Fish,” since the applicant did not appeal from the decision of the 
Examiner of Interferences holding its mark merely descriptive, but 
that the opposition brought by opposer was properly dismissed 
on the ground that the goods of the parties are not of the same de- 
scriptive properties. 

In his decision, after noting that applicant had not appealed 
from the holding of the Examiner of Interferences that its mark 
was unregistrable because descriptive and further noting there was 
some suggestion that the application might be transferred to one 
under the 1920 Act, he said: 

It is deemed proper to here state that such a transfer should not oust 
the opposer of its right to continue the instant proceeding, notwithstand- 
ing there is no provision for such proceeding under the 1920 Act. The 
opposer would presumably also object to registration under this latter 
Act, and since the present proceedings have been properly instituted under 
the 1905 statute, they will be continued until the question of the applicant’s 
registration under either Act is finally determined. Celanese Corporation 
of America v. Vanity Fair Silk Mills, 47 F. (2d) 375, C. C. P. A. [21 T.-M. 
Rep. 128]. 

With reference to the goods, after noting that the one party 
did not sell foods of any kind and the other did not sell refrigera- 
tors, the First Assistant Commissioner said: 

The marks are different and that of the applicant being descriptive, 
its significance to purchasers as indicating the condition of the food prod- 
uct would, it is considered, far outweigh any possible suggestion of op- 
poser’s refrigerator or trade-mark. I know of no adjudicated case, and 
counsel has cited none, in which goods so widely different in character and 
kind have been held to possess the some descriptive properties or belong 


to the same class. I am unaware of any meaning of the words “same 
class” that would embrace fish and refrigerators.” 


Goods of Same Descriptive Properties 


Kinnan, F. A. C.: Held that applicant was not entitled to 
register the term “Golden West” as a trade-mark for table syrup 


Frigidaire Corporation v. Nitterhouse Brothers, 156 M. D. 671, May 
29, 1931. 
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in view of the prior adoption by opposer of the same term as a 
trade-mark for fountain syrups, fruit punch, etc. 

In his decision, after stating that the testimony showed that 
the petitioner was the first to use the mark and noting the regis- 
trant’s argument that fountain syrup is used differently, contains 
different ingredients and is dispensed for a different purpose from 
that of the registrant’s table syrup, therefore there is no likelihood 
of confusion, the First Assistant Commissioner said: 

It must be deemed that parties familiar with petitioner’s syrups and 
accustomed to calling for them by their trade-name would be quite likely, 
on seeing the respondent’s goods under this identical trade-name, to 
presume both kinds of syrups had the same origin. It is thought con- 
fusion would be almost inevitable if both kinds of syrup appear in the 
same market under this trade-mark. The Court of Customs and Patent 


Appeals has made it plain that the crucial test in cases like the one at 
bar resides in whether confusion is probable.** 


Moors, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the term “Pacific,” as a trade-mark for 


oil burners, in view of the prior registration by another of the same 
term as a trade-mark for “steel boilers in the nature of a heating 
unit adapted to burn coal, oil, gas, or wood.” 

In his decision, the Assistant Commissioner said: 


It is believed that the applicant’s oil burners are so closely related 
in use to the registrant’s steel boilers, adapted to burn oil, as would be 
likely to cause confusion in the mind of the public as to the origin or 
ownership of the respective goods. (Citing decisions.)” 


Name of Individual 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for cigarettes, the term ‘““Wix” since that 
term is merely the name of an individual and is not printed, im- 
pressed or written in any particular or distinctive manner. 

In his decision, after noting the provision of the statute against 
registration of personal names not printed in a particular manner 


* Louis D. Zipp v. California Vinegar Company, 156 M. D. 627, April 
2, 1931. 


* Ex parte Skinner & Orr Engineering Company, 156 M. D. 630, April 
8, 1931. 
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and noting that the opponent was a member of a British corpora- 
tion, J. Wix & Sons, Ltd., which subsequently was sold to the 
American Tobacco Company and that Abraham Wix, the opposer, 
then became identified with companies manufacturing cigarettes, 
some of which cigarettes have been sold in the United States, the 
First Assistant Commissioner said: 

It is thought under these circumstances opposer would clearly enough 


be damaged by the registration of his surname as a trade-mark in con- 
nection with goods of the character in which he is commercially interested. 


With reference to the registrability of the mark, he said: 


The record fails to show the notation “Wix” has any other significance 
than that of a surname. It is obviously not written, printed, impressed, 
or woven in some particular or distinctive manner, as required by the 
trade-mark statute. Whatever may be said of the shape of the letters the 


average member of the public would note no more than that they spelled 
the surname of the opposer. 


Then, after citing and quoting from a number of decisions 


with reference to the registrability of a surname, he said, with 
reference to the decision in The Plymouth Motor Corporation, 404 


O. G. 269, 46 F. (2d) 211, which had been relied upon by the 
opposer: 


In the Plymouth decision, the officials of this Office were unable to 
find any basis, other than the statement of the intended meaning of the 
applicant, for holding the word “Plymouth” had any significance other 
than geographical but the court satisfied itself that the word did have a 
meaning “something other than merely geographic.”” 


Non-conflicting Marks 


Moores, A. C.: Held that Consolidated Film Industries, Inc., 
of New York, N. Y., is entitled to register, under the Act of 1905, 
as a trade-mark for motion picture films, the term “Magnacolor,” 
notwithstanding prior registration by another (registration No. 
264,952) of the term “Magnafilm’” as a trade-mark for motion pic- 
ture photoplays, the ground of the decision being that these marks 
are not confusingly similar. 

In his decision the Assistant Commissioner stated that the 
marks do not look alike, sound alike, nor have the same significa- 


* Abraham Wix v. The American Tobacco Company, 156 M. D. Dec. 
701, July 3, 1931. 





542 TWENTY-ONE TRADE-MARK REPORTER 


tion and that the registered mark conveys the idea of a great film 
while the applicant’s mark conveys the idea of a great color. He 
then, after noting that applicant had called attention to a number 
of registrations consisting either of the word “magna” alone or 
“magna” used as a prefix in a compound word, said: 

The word “Magna,” when used as a part of a trade-mark, being gen- 
erally regarded as an adjunct to the noun which it qualifies, it may not 
properly be held to be the dominant part of the mark. 

In view of the above, I am of the opinion that the reason advanced 


by the Examiner is not sufficient to justify the refusal to register the ap- 
plicant’s mark.” 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for canned fruits and other food products, a mark 


consisting of a representation of the sun having within its circum- 
ference a picture of a young girl and the words “Sun-Maid” ap- 
pearing therebelow, notwithstanding the prior adoption and use on 
similar goods by opposer of the term “Sun-Kist.” 

The ground of the decision is that the marks are not con- 
fusingly similar. 

In his decision, after stating that there was in the record a 
contract between the parties here involved, made as a basis for 
the dismissal of an infringement suit, and that each party had 
sought to construe that contract in its favor, the First Assistant 
Commissioner said: 


It will be sufficient to here note that this contract, the construction 
of its terms, its effect as an estoppel and, in fact, any effect which it may 
have upon the instant proceedings, is not before this tribunal to determine. 
Skookum Packers Association v. Pacific Northwest Canning Company, 403 
O. G. 515, 45 F. (2d) 912, C. C. P. A. [21 T.-M. Rep. 50]. The sole question 
here is whether the registration of the applicant’s mark would damage 
the opposer by reason of probable confusion in trade. 


With reference to the marks he said: 


The marks alleged to be in conflict have nothing in common with the 
word “Sun,” and in each instance, it is connected by a hyphen with a sec- 
ond and wholly dissimilar word. The applicant’s mark includes many 
other more distinctive and fanciful features totally absent from the op- 
poser’s mark. (Citing the Patton Paint Company cases, 313 O. G. 668, 315 


** Ex parte Consolidated Film Industries, Inc., 156 M. D. 662, May 19, 
1931. 
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O. G. 195; 53 App. D. C. 348 and 351; 290 F. 323 and 326 [9 T.-M. Rep. 
74]; 13, 385,345.) 


Moore, A. C.: Held that applicant is entitled to register 
the term “Lovelox” as a trade-mark for hair dye, notwithstanding 
the prior adoption, use and registration by opposer of the term 
“Notox” as a trade-mark for the same goods. 

The ground of the decision is that the marks are not confus- 
ingly similar. 

In his decision, the Assistant Commissioner said: 


The only feature common to the two marks which, in the opinion 
of the opposer, is likely to cause confusion as to the origin or ownership 
of the goods of the respective parties consists in the letters “OX,” the 
inference being from the opposer’s brief that if the applicant had spelled 
the word forming her mark “Lovelocks” the likelihood of confusion would 
have been avoided. The suggested change in the spelling of the word, 
however, would have no modifying effect upon the mark, either as to 
sound or as to significance, and would change the appearance of the word 
in no substantial respect and, the two marks not having the same appear- 
ance or sound, and as to significance, they are wholly foreign to each 
other. The applicant’s mark is the name of locks of hair worn by men 
of the period of Charles I, whereas the opposer’s mark signifies that its 
hair dye is non-poisonous.”* 


Non-descriptive Term 


Kinnan, A. C.: Held that applicant was entitled to register, 
under the Act of 1905, a trade-mark for can openers which included 
the words “Safety Roll” without disclaiming the words. 

In his decision, the First Assistant Commissioner said: 


There is no showing that these words have been used heretofore in 
connection with can openers and beyond the mere fact that the device has 
a feed wheel as part of its mechanism, the words are not descriptive in 
any sense. The word “Safety” is not used alone but only in connection with 
the word “Roll.” It is believed these terms, so far as the record shows, 
are fanciful when applied to goods of this character.* 


Not Merely Geographical Term 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
under the Act of 1905, the word “Everest” as a trade-mark for 


* California Packing Corp. v. Sun-Maid Raisin Growers of California, 
156 M. D. 667, May 27, 1931. 

* Inecto, Inc. v. Rozalja B. Vogel, 156 M. D. 714, July 27, 1931. 

* Ex parte Vaughan Novelty Mfg. Co., 156 M. D. 709, July 16, 1931. 
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watches, watch cases, etc., the word being held to be neither the 
mere name of an individual nor merely geographical. 

In his decision, after noting the statement of the Examiner 
that the name appeared as the name of an individual in certain 
city directories and noting applicant’s argument that since it is 
the name of the highest mountain in the world it does not consist 
merely in the name of an individual, and referring to certain deci- 
sions cited by the Examiner, the First Assistant Commissioner said: 


In the case at bar, the record does not show that the word sought to 
be registered constitutes any part of the applicant’s name or is used by 
it in its business as a name save in the sense of a trade-mark. Under 
these circumstances it is doubtful if the purchasing public would be 
aware of the rather rare instances of use of the word as a surname. If 
the word had no other significance or meaning these instances cited by 
the Examiner of the use of the word as a surname would bring it under 
the prohibition of the statute. It is deemed a fair conclusion that the 
purchasing public would, to the extent it identified the word separate 
from the goods, remember it as the name of the very famous mountain 
peak. 


With reference to the question whether the mark is merely 


geographical, he said: 


Following the reasoning adopted in the case of Jewish Colonization 
Assn., et al. v. Solomon « Germansky, et al., 154 F. 157, approved in the 
case of Carmel Wine Co. v. Palestine Hebrew Wine Co., 161 F. 654, it is 
believed no one would be deceived on seeing the applicant’s mark upon 
its goods into believing that such goods were produced upon the mountain 
which bears the same name or came from that region.” 


Ornamental Feature 


Moors, A. C.: Held that applicant is not entitled to register 
under the Act of 1905, as a trade-mark for rubber tire casings, a 
mark described as follows: 


An inner band of white, a band of red peripherally outside of the 
white band and a band of black peripherally outside of the red band. 


The ground of the decision is that the alleged mark would not 
impress the public as other than an ornamental design. 
In his decision, the Assistant Commissioner said: 


It appears to be well settled that marks which consist merely of the 
inherent characteristics of the goods, rendering them more distinctive or 


** Ex parte Fils De R. Picard & Cie, 156 M. D. 631, April 9, 1931. 
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attractive, are not registrable. It is only when a mark functions in the 
mind of the public to identify the goods as to their origin or ownership 
that it constitutes a technical trade-mark and is registrable. 

And then, after referring to and quoting from the decision in 
The Goodyear Tire & Rubber Co. v. Firestone Tire & Rubber Co., 
240 O. G. 641, 1917 C. D. 49 [7 T.-M. Rep. 400], he said: 


I am of the opinion that the applicant’s mark would not function as 
a trade-mark, but would be regarded by the members of the public as 
being merely for the purpose of ornamentation.” 


On What Goods 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
under the Act of 1905, as a trade-mark for blank checks, the mark 
consisting of the representation of a partly husked ear of corn. 

The ground of the decision is that the evidence furnished by 
the applicant shows that the checks are actually sold for a con- 
sideration. 

In his decision, after stating that the registration had been 
refused on the ground that blank checks are not actually sold and 
not goods used in commerce and stating that the Examiner of 
trade-marks had correctly interpreted the law of trade-marks, the 
First Assistant Commissioner said: 


but in the instant case it is satisfactorily shown the goods as 
represented in the specimens filed are actually sold and therefore consti- 
tute goods upon which a trade-mark is used in commerce. 


Then, after referring to the evidence as to the sale of checks in 
question and as to the common practice of banks in furnishing 
blank checks to their depositors, he said: 


In view of the foregoing it is thought the applicant has established use 
of its trade-mark in commerce and is entitled to registration.” 


** Ex parte The Dayton Rubber Mfg. Co., 156 M. D. 690, June 25, 1931. 
** Ex parte Corn Exchange National Bank and Trust Co., 156 M. D. 
689, June 25, 1931. 
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ERRATUM 


Through an oversight, no citation was given to the decision 


beginning on page 485 of the August issue of the Reporter. The 
citation is: 


“Powers Cinephone Equipment Corporation v. The De Vry Corpo- 
ration, 156 M. D. 669, May 28, 1931. 





